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ACT:

Trade Marks Act, 1940 (5 of 1940), ss.14(1) and 39(2)
and Trade and Merchandi se Marks Act, 1958 (43 of 1958), ss.

18, 46(1)(a)(b) and~ 48 - "Trade Mark" - Wat is -
Regi stration of Valuable right on the  proprietor whether
conferred - Infringenent of rights - Renedies - What are.

Trade Marks Act, 1940 - s.14(1) - Trade nmark 'Dristan
Regi stration of.

Trade and Merchandi se Marks Act, 1958 - S.46(1)(a)(b)
"Trade Mark" - Renoval of from Register of Trade Marks - Two
conditions precedent wunder «cl.(a) nust be cumulatively
satisfied - Burden of proving applicability of s.46(1)(a)(b)

- On person seeking renoval of trade mark - Distinction
between cls. (a) and (b) - Wuat is -S.46(1) - Object of -
Trafficking in trade mark Wuat is - Ascertainment of

bonafide intention to use trade nmark Wether dependant on
the facts and circunstances of each case Wet her continuous
chain of events even subsequent to the application for
registration to be considered - Intention to-use trade mark
sought to be registered - Mist be genuine and real at the
date of application for registration - Wether the words
"proposed to be used by hinf in s.18 nmean "proposed to be
used by the proprietor, his agents and servants" - Effect of
sub-s.(2) of s.48 on sub-s. (1) of s.18 - Wat is.

Trafficking in Trade Marks - What is.

Interpretation OF Statutes:

Deem ng provision - Full effect to be given.

Construction |leading to nanifest absurdity, injustice,
i nconveni ence or anonaly to be avoi ded.

Precedents: Doctrine of

Engl i sh deci sions - Can be referred to, but
applicability would depend upon context of Indian '|aws,
| egal procedure and practical realities of litigation in
I ndi a.

265
HEADNOTE

The appel | ant - Anmeri can Home Products Corporation, is a
Corporation incorporated in the United States of Anerica.
One of its activities 1is, the manufacture and marketing of
pharmaceutical products and drugs carried on through its
di vision "Witehall Laboratories". The appell ant was dealing
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with the Indian Conpany - Geoffery Manners & Co. Ltd.
through its subsidiary - Hone Products International Ltd.
Sone tine prior to 1956 |t acquired 40% shareholding in the
I ndi an Conpany. In 1956 it introduced an anti-hystamn drug
in the American market under the trade-mark 'Dristan’. It
got the trade mark ’'Dristan’ registered as a distinctive
trade mark in the Trade Marks Register in the United States
and subsequently in several foreign countries.

The appellant entered into a technical collaboration
agreenment with the Indian Conpany effective fromNov. 1
1957. Under this agreenent the Indian Company received the
fornul ae, manufacturing technology, and other assistance
essential for the efficient manufacture in India of various
products of the appellant. . The appellant granted to the
I ndian Company, for the duration of the agreement an
exclusive and non-transferable |licence to make and sell the

"Li censed Products™ in India under the name or marks of the
appel l ant. The —agreenment inter ~alia further provided that
rights of  registered user wll be extended to the Indian

Conpany. in~ respect of each "Licensed Product” by the
appel | ant - proprietor of such trade mark

Pursuant to the collaboration agreement the Indian
Conpany manufactured and ~marketed the products covered
t hereunder and got itself registered as the registered user
in respect of the trade marks relating to the goods of which
the appellant was the registered proprietor. On and from
Decenber 1957 it was decided that the I'ndian Conpany shoul d
introduce in the ‘Indian market —nine new 'drugs of the
appel lant including  "Dristan’ tablets. On August 18, 1958,
the appellant filed an  application under 8.14(1) of the
Trade Marks Act 1940, in Form TM | for registration of the
trade nmark "Dristan” in class 5 claimng to be its
proprietor and that the sanme was proposed to be used by it.
The application was advertised as required by the  Trade
Marks Rul es 1942. No Notice of opposition to t he
registration of the trade mark was filed by any one and the
trade mark ’'Dristan’ was registered on June 8, 1959 hy the
Regi strar of Trade Marks as trade mark No. 186511 in class
5. Thereafter, the Indian Conpany obtained a |licence for the
purchase of a machine for nmanufacturing of 'Dristan’ tablets
and installed the sane.

266

On  May 31, 1960, the first respondent - Mac
Laboratories Private Ltd. - applied for registration of the
trade mark ’'Tristine’ in class 5. On January 18, 1961, the
appellant filed a notice of opposition to the registration
of the mark 'Tristine’ on the ground that it was deceptively
simlar to its trade mark ’'Dristan’. The @ appellant’s
opposition was not accepted by the Assistant Registrar of
Trade Marks and by his order dt. March 27, 1962, he ordered
the trade nark 'Tristine’ to be registered in Part A of the
Regi ster of Trade Marks. The appellant thereupon filed an
appeal in the Bonbay High Court which was allowed by a
Singl e Judge on Feb. 5, 1963. The appeal filet by the first
respondent before a division Bench was allowed wth the
directions that the respondent’s application be anended so
as to read the trade mark ' Tristine’ as 'Tristine .

During the pendency of the application of the first
respondent for registration of the trade mark ' Tristine the
I ndi an Conmpany on Sept. 23, 1960 applied to the Centra
Govt. under s.11 of the Industries . (Developnent and
regul ation) Act 1951 for a licence to manufacture the tabl et
"Dristan’ which was granted on January 19, 1961 for the
manuf acture of ’'Distran’ tablets to the extent of 5 |akhs
tablets per nmonth with the conditions that "no royalty would
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be payable" ant that the products will be marketed with the
trade mark already in use or without any trade nmark. It al so
applied for an inport licence for inport of materials for

manuf acture of ’'Dristan’ tablets, and got approval for
manuf acture of 'Dristan’ tablets.

On Cctober 18, 1961 another agreement was entered into
bet ween the appellant ant the Indian Soprano for granting to
the latter the non-exclusive right to use the trade mark
"Dristan’ upon or in relation to the goods in respect of
which the said trade mark was registered during the
unexpired residue of the termof the registration of the
said ‘trade mark. Under this agreement the Indian Conpany
agreed to becone the registered user of the trade nmark
"Dristan’ ant further agreed that the rights granted to it
under the agreenent woul'd not be deened to entitle it to use
the trade mark otherwise than as the registered user
t her eof .

On Cctober 22, 1961, the "Dristan’ tablets were first
marketed i'n I ndia by the Indian Conpany. On March 6, 1962, a
joint application in Form TM28 was ate by the appellant ant
the Indian _Company for registering the Indian Conpany as a
regi stered user of the trade mark ’'Dristan’ in respect of
the goods for
267
which it was registered subject to certain conditions or
restrictions. The application stated that the proposed
permtted use was without |imt of ~“period subject to the
right of the appellant registered proprietor  to apply for
cancel |l ation of the registered ~user forthwith after notice
inwiting to the Indian Conpany.

The first respondent on April 10, 1961 filed with the
Regi strar of the Trade Marks an applicati on under 88.46 and
56 of the 1958 Act for rectifying the register of Trade
Marks by renmoving therefrom the  appellant’s trade mark
"Dristan’ on the grounds:

(i) That the trade mark " Dristan’ is deceptively
ant confusingly simlar to the trade mar k
"Bistan’’' already registered in class 5 ant which
has been used and is being used.
(ii) That the trade mark 'Dristan’ i s deceptively
simlar to the trade mark ' Tristine  which the
Applicants have |awfully been using since October
1960 in respect of their medicinal preparation
(111) That there has been no bona fide use of
trade mark ’'Dristan’ in India inTrelation to
the goods for which it is Tregistered by
proprietor thereof for the tine being upto
date one nonth before the date of this
application.”

On May 5, 1961, the first respondent applied for
amendnent of the Rectification Application by substituting
the submissions in support of the grounds taken earlier. The
subm ssions so substituted were :

"(1) That the trade mark ’Dristan’ was not
di stinctive mark and/or was not regi sterable trade
mark under s.6 of the Trade Marks Act, 1940
(corresponding to s.9 of Act No.40 of 1958),
except upon evidence of its distinctiveness ant no
such evidence was subnmitted to the registrar
before registration

(ii) That the said trade mark was registered in
contravention of s.8 of the Trade Marks Act, 1940
(corresponding to s.11 of Act of 1958).

268
(iii) That the said trade mark of fends agai nst the
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provisions of 6.11 of the Act.

(l'v) That the trade mark 'Distran’ is not
di stinctive of the goods of the registered
proprietors.

(v) That the trade mark 'Dristan’ was registered
wi t hout any bona fide intention on the part of the
Applicants that it would be used in relation to
their nmedicinal preparation for synptomatic
treatnment of respiratory ailnments by them and that
there has, in fact, been no bona fide use in India
of the said trade mark 'Dristan’ in relation to
the said goods by the said proprietors upto a date
one nonth before the date of this application.”

On Decenber 7, 1964, the Registrar of Trade nmarks
di smssed the Rectification Application of the first
Respondent hol ding that the ‘Witehall Laboratories was a
division of the appellant and not a separate |legal entity
and, therefore, the mark could not be registered in its name
but only /in the nane of the appellant and accordingly
ordered theentry in the Register relating to the Trade nmark
"Dristan’ - to be varied by ~anendi ng t he regi stered
proprietor’s nane to read as "Anerican Hone Products
Corporation trading as Witehall Laboratories.” The appea
filed by the first respondent was allowed by the Single
Judge holding (1) that at the date of the making O the
application for registration the appellant did not have a
bona fide intention to use the trade mark ’'Dristan’ by
itself, (2) that the appellant had not at any tine used the
said trade mark in relation to the goods in respect of which
it was registered, (3) that the legal fiction created by
8.48(2) of the 1958 Act cane into play only after a trade
mark was registered and that an intention to use the trade
mark t hrough someone who would subsequently get  hinself
registered as a registered user did not anount. to an
intention on the part of the applicant for registration to
use the trade mark hinself; and (4) that to accept the
appel l ant’s contention woul.d anount to permtting
trafficking in trade marks. In view of these conclusions the
Si ngl e Judge did not decide the question whether ~ trade mark
"Dristan’ was deceptively and confusingly simlar “to the
trade mark ' Bistan’.

In the appeal filed by the appellant the Division Bench
held that trade mark ’'Dristan’ was not deceptively and
confusingly simlar to the trade mark 'Bistan' . Dism ssing
the appeal it,

269

however, agreed with the view taken by the Single Judge in
respect of the construction which he had placed upon ss. 18
and 48 of the 1958 Act to cone to the conclusion that the
appel l ant had no bona fide intention to use itself the trade
mark 'Dristan’ and that the appellant had not at-any tine
made use of the said trade mark

In the appeal to this Court on behal f of the appellant
it was contended:

(1) the legal fiction created by sub-s.(2) of 8.48
18, as expressly stated in that sub-section, for
the purposes of y 46 or for any other purpose for
whi ch such use is nmaterial under the 1958 Act or
any other law. To confine this fiction to a case
of an actual use of a trade mark by a registered
user is to confine it only to use for the purposes
of clause(b) of 8.46(1) which is contrary to the
purpose for which the fiction was created ant,
therefore, when 8.18(1) of the 1958 Act
(corresponding to 8.14(1) of the 1940 Act) uses
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the words "proposed to be used, these words nust
be read as "proposed to be used by a proposed
regi stered user".

(2) To register a trade mark which is proposed to
be used by a register d user does not per se
amount to trafficking in trade marks and whet her
it does so or not nust depend upon the facts and
ci rcunst ances of each case.

(3) The reliance placed by the H gh Court - both
by the Single Judge and the Division Bench - upon
the " PUSSY CGALORE Trade nmarks Case [1967] R P.C.
265, was wunjustified and unwarranted inasmuch as
the provisions of the English Trade Marks Act,
1938, are radically different fromthose of the
1938 Act as al'so the 1940 Act and, therefore, that
case has no relevance 80 far as the construction
of 8.18(1) read with 8.48(2) of the 1958 Act is
concerned.

(4) The reliance placed by the H gh Court (both by
the Single Judge and the Division Bench) upon the
Shavaksha Committee Report ant the Ayyanagar
Report was equal Iy misplaced as Parlianment did not
accept the recomendat i on with respect to
regi stered users.

(5) The facts and circunstances of the case show
that the appellant had, at the date of the nmaking
of the application for registration, a bona fide
intention to use the trade mark 'Dristan’ through
a registered user.

(6) In any event, the appellant itself had nade
bona fide wuse of the trade mark 'Dristan’ up to a
date one nonth before the date of the First
Respondent’s Application for Rectification

On behal f of the First Respondent follow ng contentions

wer e nmade.

(1) The words "proposed to be used" in 8.18(1) of
the 1958 Act 8.14(1) of the 1940 Act/ nean
"proposed to be used by the applicant for
registration, his servants and agents" and not by
any person who is proposed to be got registered as
a registered user and, therefore, the lega
fiction enacted in 8.48(2) cannot be inported into
8.18(1).

(2) A registered user can only ~cone-into being
after a trade mark is registered. Therefore, as at
the date of an application for registration of a
trade mark, there cannot be any person in
exi stence who is a registered wuser. .. The words
"proposed to be used" cannot therefore possibly
nmean "proposed to be used by a proposed registered
user"

(3) To pernmit a trade mark to be regi stered when
the applicant hinmself does not propose to use it
but proposes to use it through soneone el se who
woul d subsequently be registered as a registered
user would be to permit trafficking in trade marks
which is contrary to the policy wunderlying the
Trade Marks | aws.

(4) The only case which the 1958 Act per its the
registration of a trade mark when the applicant
for registration does not intend to use it hinself
but intends to use it through another is the one
set out in 8.45, nanely, where the registrar is
satisfied that a conpany is about to be forned and
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regi stered under the Conpanies Act, 1956, and the
applicant intends to assign the trade mark to that
conpany with a view to the wuse thereof by the
conpany.

271
(5) The 1958 Act is, as the 1940 Act was, based
upon the English Trade Marks Act, 1938, and the
decision in the "PUSSY GALORE' Trade mark case
(supra) concl udes this poi nt agai nst t he
appel | ant .
(6) The Shavaksha Committee Report and the
Ayyangar Report show the legislative intent not to
al l ow a proposed use be a proposed registered user
to be equated with a proposed u e by the applicant
for registration.
(7) The appellant -~ had not at any relevant- time
made use of the trade mark 'Dristan’
(8) The appel l ant  had fradulently obt ai ned
registration of the trade mark ’'Dristan’ by
stating in the application for registration that
it proposed to use the said trade mark itself and
by not disclosing the fact that it proposed to use
it through a proposed registered user
(9) The trade mark 'Dristan’  was deceptively and
confusingly simlar to the trade mark 'Bistan
and, therefore, |t cannot be allowed to remain on
the Register of Trade Marks.
(10) to ‘allowthe trade mark 'Dristan’ to renain
on the Register of Trade Mark woul d be contrary to
the policy of the Governnent of India.

Al ow ng the appeal,

HELD : (1) The Judgment of the Division Bench of the
Calcutta High Court appealed against is reversed and the
order passed by it is set aside. Appeal No.165 of 1968 filed
by the appellant before the division Bench is allowed with
costs and the judgnment and order ‘of the Single Judge of the
Hi gh Court are reversed ant set aside. As a result, Appea
No. 61 of 1965 filed by the First. Respondent before the
Singl e Judge of the Hi gh Court is dismssedwth costs and
the order of the Registrar of Trade Marks, ~ Calcutta,
di sm ssi ng the First Respondent’ s Application for
Rectification, No.CAL-17 is confirmed. 1341 B-(C

2. Before a person can nmake an application under
8.46(1) to take off a trade mark fromthe Register he has to
be a "person
272
aggrieved". Undisputedly, the first Respondent was a "person
aggrieved" within the nmeaning of 8.46(1). Section  46(1)
provides for two cases in which a registered trade nark nmay
be taken off the Registrar in respect of any of the goods in
respect of which it is registered. The first case is set out
incl.(a) of 8.46(1) and the second in cl.(b) of that sub-
section. Before «cl.(a) can becone applicable two conditions
are to be satisfied, nanely, (1) that the trade mark was
regi stered without any bona fide intention on the part of
the applicant for registration that it should be wused in
relation to those goods by him and (2) that there has, in
fact, been no bona fide use of that trade mark in relation
to those goods by any proprietor thereof for the time being
up to a date one nonth before the date of the application
under 8.46(1). The only exception to the first condition is
of a case to which the provisions of 8.45 apply. Both the
conditions in «cl.(a) are cumulative and not disjunctive.
Clause (a), therefore, will not apply where even though
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there has been no bona fide intention on the part of the
applicant for registration to use the trade mark but, in
fact, there has been a bona fide use of the trade mark in
relation to those goods by any proprietor thereof for the
time being up to a date one nmonth before the date of the
application under 8.46(1). Simlarly, cl.(a) will not apply
where, though there had been a bona fide intention on the
part of the applicant for registration to use the trade
mark, in fact, there has been no bona fide use of the trade
mark in relation to those goods by any proprietor thereof
for the time being up to a date one nonth before the date of
the application under 8.46(1). [311 GH 312 A-E]

3. Cause (b) of s.46(1) applies where for a continuous
period of five vyears or longer from the date of the
registration of the trade mark, there has been no bona fide
use thereof in relation to those goods in respect of which
it is registered by any proprietor thereof for the time
bei ng. An exception to cl.(b) is created by s.46(3). Under
8.46(3), the non-use of a trade mark, which is shown to have
been due " to special circunstances in the trade and not to
any intention to abandon ~or not to use the trade mark in
relation to the goods to which the application . under
s.46(1) relates, wll not amount to non-use for the purpose
of cl.(b). [312 P-H]

4. The distinction between cl.(a) and cl.(b) is that if
the period specified in cl.(b) has el apsed and during that
period there has been no bona fide use of the trade mark
the fact that the registered proprietor had a bona fide
intention to use the

273
trade mark at the date of the application for registration
beconmes immaterial and the trade nmark is liable to be

renoved from the Register wunless his case falls under
8.46(3), while under cl.(a) where there had been a bona fide
intention to use the trade mark in respect of which
regi stration was sought, nerely because the trade nmark had
not been used for a period shorter than five years fromthe
date of its registration will not entitle any person to have
that trade mark taken off the Register. [313 A-B]

(5) Under both these clauses the burden of proving that
the facts which bring into play cl.(a) or cl.(b), as the
case may be, exist 1is on the person who seeks to have the
trade mark renoved fromthe Register. Thus, where there has
been a non-User of the trade mark for a continuous period of
five years and the application for taking O f the trade mark
fromthe Register has been filed one nonth after the expire
of such period, the person seeking to have the trade nmark
renoved from the Register has only to prove such continuous
non-user and has not to prove the lack of a  bona fide
intention on the part of the registered proprietor to use
the trade mark at the date of the application for
regi stration. Wiere, however, the non-user is for a period
of less than five years, the person seeking to renove the
trade mark fromthe Register has not only to prove non-user
for the requisite period but has also to prove that the
applicant for registration of the trade nmark had no bona
fide intention to use the trade mark when the application
for registration was nade. [313 C E]

(6) The definition of "trade mark" contained in cl.(v)
of 8.2(1) shows that a trade mark is a mark used or proposed
to be used in relation to goods for the purpose of
indicating or so as to indicate a connection in the course
of trade between the goods and sone person having the right
to use the mark. It is, therefore, not necessary for the
purpose of registering a trade mark that those goods shoul d
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be in existence at the date of the application for
registration. If the position were that the nere non-user of
a trade mark for the period nmentioned in cl.(a) of 8.46(1)
woul d make a trade mark liable to be taken off the Register,
it would result in great hardship and cause a | arge number
of trade marks to be renoved fromthe Regi ster, because the
c one nonth has elapsed, after the registration of a trade
mark had been ordered, a trade rival can nake an application
on the ground set out in cl.(a) of 8.46(1) claimng that
there has been no bona fide we of the trade mark up to a
date one nmonth before the date of his application. It is in
order to revent such harassment and absurd result that the
two conditions specified in cl.(a) have been nmade
cunul ative. [313 F-H, 314 A-C

274

(7) The object underlying 8.46(1) is to prevent
trafficking in trade marks. This is, in fact, the object
underling-all trade mark Laws. A trade mark is nmeant to

di stingui sh the goods made by one person fro tho nmade by
another. ‘A “trade mark, therefore, cannot exist in vacuo. It
can only —exist in connection with the goods in relation to
which It 18 used or intended to be used. Its object 18 to
indicate a connection in the course of trade between the
goods and some person having the right . to use the nmark
either with or without any indication of the identity of
that person. when a person gets his trade mark regi stered,
he acquires valuable rights by reason of such registration
Regi stration of his trade nmark gives himthe exclusive right
to the use of the trade mark in connection with the goods in
respect of which it is registered ant iif  there 18 any
invasion of this right by any other person wusing a mark
which is the sane or deceptively simlar to his trade nark,
he can protect his trade mark by u action for infringenent
in which he can obtain injunction, damages or an account of
profits mate by other person. In such an action the
registration of a trade mark is prima facie evidence on its
validity. After the expiry of seven years fromthe date of
the registration, a trade mark is to be valid in al
respects except in the three cases set out in 8.32. The
proprietor of an unregistered trade nmark whose nmark is
unaut hori sedly used by another cannot, however, use for the
i nfringement of such trade mark. His only renedy lies in
bringing a passing-off action, an inconvenient renedy as
conpared to an infringenent action. [314 CH, 315 A-B]

7(i) In a passing-off action the plaintiff will have to
prove that his mark has by user acquired such reputation as
to becone distinctive of the plaintiff’'s goods 80 that if it
18 used in relation to any goods of the kind dealt with by
the plaintiff, it will be understood by the trade ant public
as neaning that the goods are the plaintiff’'s goods. [315 B-
d

7(ii) In an infringement action, the plaintiff is not
required to prove the reputation of his mark. Further, under
8.37 a registered mark is assignable and transmissible
either with or without goodw Il of the business concerned
whi |l e under 8.38, an wunregistered trade mark is not
assignable or transnissible except in the three cases set
out in 8.38(2). [315 CD

(8 As the registration of a trade mark confers
val uable rights wupon the registered proprietor thereof, a
person cannot be permtted to register a trade mark when he
has not used it in relation to the goods in respect of which
it sought to be registered or does not intend to use
relation to such goods. [315 D 1]

275
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Batt’'s case, (1898) 2 Ch-D 432, 436; s.c.15 RP.C 262,
266, (1898) 2 Ch. D. 432 at pages 439-442, sub nom nee Johan
Batt & Co. v. Dunnett and another, (1899) A C. 420; s.c. 16
R P.C. 411 relied upon

(9) To get a trade nmark registered wthout any
intention to use It in relation to any goods but nerely to
nmake noney out of it by selling to others the right to use
it would be trafficking in that trade mark. If there is no
real trade convection between the proprietor of the nark and
the licensee or his goods, there is roamfor the conclusion
that the grant of the licence is a trafficking in the nmark.
It is a question of fact and degree in every case whether a
sufficient trade connection exists. [316 A-B; 317 A-B]

Re American Greetings Corp.’s Application, [1983] 2 Al
E.R 609 & 619 [1984] 1 All E R 426, 433 relied upon.

(10) The intention to use a trade mark sought to be
regi stered nust be genuine and real and the fact that the
mark was thought to be sonething which sone day m ght be
useful |\ woul d not ampunt to any definite ant precise
intention at thetine of registration to use that trade
mark. The _intention to use the mark nust exist at the date
of the application for registration. Section 46(1)(a)
expressly speaks of "bona fide intention on the part of the
applicant for registration. which would mean "at the date
when such applicant makes his application for registration."
[317 C E]

In re Ducker's Trade mark (1928) Ch.1 405, 409 referred
to.

(11) Intention is a state-of mnd. No person can nake
out the state of mind or any other person- None the |ess
courts are often called upon for various purposes to
determne the state of a person’s mnd. The court can only
do to by deducting the existence of a particular state of
mnd fromthe facts of a case. [317 B; 318 A]

(12) In the instant case, in order to ascertain the
intention of the appellant —at the date of filing of
application for registration the facts could be sunmarised
with reference to three periods: (1) events which took place
upto the date of the application for registration, nanely,
August 18, 1958, (2) events which happened between that date
and the date of Application for Rectification, nanmely Apri
10, 1961 and (3) events which happened subsequently to Apri
10, 1961. [320 D E
276

12(1) Prior to 1956, the appellant ~had acquired a
substantial shareholding to the extent of 40 percent the
I ndi an Company. |In 1956 the appellant introduced 'Dristan’
tablets in the American market and got the (trade mark
"Dristan’ registered in the United States of Anerica and in
several other countries. technical collaboration between the
Appel l ant and the Indian Conpany conmenced from Nov. 1
1957, and an agreenment in that behalf was signed on May 16,
1958. In pursuance of the said collaboration agreenent the
I ndi an Company manufactured and markets several produced of
the appellant. The appellant got registered its trade marks
in respect of such products and the |Indian Conpany was
registered as the registered were in respect of such trade
marks. As early as Decenber 1557, it was decided that the
I ndi an Company should introduced in the Indian market nine
new products of the appellant including 'Dristan’ tablets.
On August 18, 1958, the appellant filed an application for
regls tratlon of the trade mark 'Drlstan’ and the said trade
mark was tuly registered on June 8, 1959. [320 FiH, 321 A

12(ii) During the period between August 18, 1958, and
the date of the First Respondent 1is Application for
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Rectification, that is April 10, 1961 the Indian Conpany
applied for and obtained a licence for the purchase of a
Stokes Triple Layer Mchine for manufacturing ’'Dristan

tablets and when the said nachine was received installed it

at its Gnhat koper factory. It also obtained from the
appel lant three wunits of ’'Dristan’ tablets as sanples and
the manufacturing nmanual for the tablets. Further, It

applied to the Central Government under 8.11 of the
Industrials (Devel opnent and regulation) Act, 1951, for a
licence to manufacture 'Dristan’ tablets which was granted
tolt. It also applied for and obtained a |licence to inport
certain ingredients wused in the manufacture of ’'Dristan

tablets and inported such ingredients. It further applied
for and obtained from the Director, Dr ugs Contro
Admi ni strating State of Mahar ashtr a, perm ssion to

manuf acture 'Dristan’ tablets. The appellant also filed a
noti ce of opposition to the First Respondent’ Application
for registration of their mark "Tristine . [321 H, 322A-(

12(iii) buring the period subsequent to the First
respondent’s Application for Rectification, t hat is
subsequent to —April 10, 1961, ~on Cctober 18 1961, the
regi stered user agreenment was entered into between the
appel l ant and the Indian Company. On Cctober 22, 1961 the
"Dristan’ tablets were first marketed in India by She Indian
Conpany. On March/6, 1962, the appellant and the Indian
Conpany jointly nmde an application to register the Indian
Conpany as a registered user of the trade mark 'Dristan’
[322 C-E]
277

12(iv) The facts set out above clearly show that each
of them is an integral link in a chain and that they cannot
be divided into three separate periods. m-is continuous
chain of events establishes beyond doubt that the appell ant
had an intention that the trade mark 'Dristan’ should be
used in relation to the tablets in question by the
manuf acture and sal e of these tablets in India. [322 E-F]

(13) The appellant’s application for registration of
the trade nark ’'Dristan’ was nmade under 8.14(1) of the 1940
Act and was registered under the Act. Under 8.14(1) only a
person clainmng to be the proprietor of a trade mark used or
proposed to be used by himcould apply for registration of
that trade mark. The provisions of 8.18(1) of the 1958 Act
are identical. [323 F-Q@

(14) If the 1940 Act did not contain a legal fiction
simlar to that enacted in s.48(2) of the 1958 Act, the

appel lant’s case would fall to the ground because then at
the date of its application for registration of the said
trade mark, its intention would be not to useit itself but

to use it through another. The 1940 Act, however, al so nade
provisions with respect to registered users and created a
simlar legal fiction in 8.39(2) of that Act. [325 A- B

(15) The only difference between 5.392) of the 1940 Act
and s.48(2) of the 1958 Act is that while under 8.39(2) the
| egal fiction created by it applies "for any purpose for
whi ch such use is material under this Act or any other |aws,
under s.48(2) the legal fiction applies "for the purposes of
s.48 or for any other purpose for which such use is materia
under this Act or any other laws. The addition of the words
"for the purposed of 8.46" in 8.48(2) does not nake any
difference but clarifies the scope of the said |ega
fiction. Clause (a) of s.48(1) refers both to bona fide
intention on the part of the applicant for registration that
the trade nark should be used in relation to those goods by
himas also to bona fide use of the trade nmark in relation
to those goods by any proprietor thereof for the time being.
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It cannot possibly be that when 8.48(2) expressly provides
that the pernmitted user f a trade nmark by a registered user
isto be deened to be wuser by the proprietor of the trade
mark for the purposes cf s.48, the fiction is intended only
to apply to the wuse of the trade nark referred to in the
second condition of cl.(a) of 8.46(1) and not to the use of
that trade mark referred to in the first condition of
cl.(a). Under 8.18(1), on application for registration of a
trade mark can only be made
278
by a person who clainms to be the proprietor of that trade
mark. Therefore, the words applicant for registration” in
cl.(a) of s.48(1) would nean "the person claimng to be the
proprietor of the trade mnmark who is the applicant for
registration of that trade mark". The first condition of
cl.(a) would, therefore, read "that the trade nmark was
regi stered without ~ any bona fide intention on the part of
the person claimng to be the proprietor of that trade mark
who has made the application for registration that it should
be w ed'in relation to those goods by him" So read, there
can be no difficulty in reading the words "by him' also as
"by a registered user".” Simlarly, the legal fiction in
.48(2) can also be appliedto 8.18(1). S.18(1) in the |ight
of the legal fiction would read as "any person claimng to
be the proprietor /of “a trade nmark used or proposed to be
used by himor by a registered user".” By reason of the
provisions of 8.39(2) of the 1940 Act, 8.14 of that Act
shoul d al so be read in the sane way. [325 B-U; 326 A-D

East End Dwel ings Co. Ltd. v. Finsbury Borough
Council, (1952) A.C. 109 & state of Bonbay vy.  Pandurang
Vi nayak Chaphal kar and Or., [19531 S.C K. 773 relied upon

(16) The purposes for which the fiction has been
enacted are set out in 8.48(2). These purposes ‘are the
purposes of 8.46 or for any other purposes for which such
use is nmaterial under the 1958 Act or any other 'law To
confine the purpose only to a part of 8.46 would be to
substantially cut down the operation of the legal fiction
The purpose for which the legal fictionis to be resorted to
isto deemthe permtted use of a trade mark, which mthe
use of the trade mark by a registered user thereof, to be
the use by the proprietor of that trade mark. [327 A-B]

(17) Section 17(1) of the English Trade Marks Act, 1938
(1 & 2 Geo, 6, c.22) sets out who can apply for registration
of a trade mark and is in pari materia with 8.18(1) of the
1958 Act. Under s.17(4), the refusal by ~a Registrar to
register the trade mark is subject to appeal to the Board of
Trade or to the Court at the option of the applicant. If the
appeal is to the Court, there can be further appeal to the
Court of Appeal ant fromthere to the House of Lords.
Section 26 provides for renobval of a trade mark fromthe
Regi ster and is in pari materia with 8.46 of the 1958 Act.
Section 32 teals with rectifying the entries in the Register
and is anal ogous to 8.56 of the 1958 Act. [327 E-F]

(18) Under 8.87 of the Patents, Desings and Trade Marks
Act, 1883 (46 & 47 Vict. «c¢.57), any registered proprietor
could grant licences to use the nark subject to any equity.
The 1883 Act in
279
so far as it rel ted to Trade marks was repealed by the
Tr ade marks Act, 1905 (5 Edw. 7 c.15). The 1905 Act did
not, however, contain any power in the registered proprietor
to grant licences. the English Act of 1938, however,
i ntroduced a system of official approval for licences to use
a trade mark particularly by providing for registering a
person other than the proprietor of the trade nmark as the
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regi stered user of the trade mark. [327 G H, 328 A

(19) The High Court was wunduly inpressed by Pussy
Galore Trade mark case and unnecessarily attached great
importance to it. The H gh Court was justified in relying
upon that case by referring to the case of Ashok Chander
Rakhit Ltd., [1955] 2 S.CR 252 but the H gh Court
overl ooked that in Ashok Chander ’'Rakhit’'s- case the
section of the 1940 Act which fell for interpretation was
not in pari nateria wth the corresponding section of the
English Act of 1938 which had been judicially interpreted by
the courts in England. [332 E-E]

The Registrar of Trade mark v. Ashok Chandra LTD.
[1955] 2 S.C.R 252 referred to.

(20) In the absence of any binding authority of an
I ndian Court on a particular point of |aw, English decisions
in which judgments were delivered by judges held in high
repute can be referred to as they are decisions of courts of
a country  fromwhich  Indian Jurisprudence and a | arge part
of Indian/ Law 18 derived, for they are authorities of high
per suasi ve value to which the court nay legitimately turn
for assistance; but whether the rule Laid dowmn in any of
these case can be applied by Indian courts |lust, however, be
judged in the context of Indian |aws and | egal procedure and
the practical realitiesof litigation in India. [332 H, 333
A- B]

Forasol v. 011 and Natural Gas Commssion, [1984] 1
S.C.R 526, 549, 567; S.C. [1984] Supp. S.C.C. 263, 280, 295
referred to.

(21) The relevant provisions relating to registered
users IN the English Act and IN‘the 1958 Act are materially
different. The English Act creates two |egal fictions". The
first is contained in 8.28(2) which relates to the pernmitted
w e of a trade mark. That fiction is for the purpose of 8.26
(Wi ch correspond to section 46 of the 1958 Act) and for any
ot her purpose for which such use is material under the
English Act o-r at conmon |aw. The second 1- contained in
s.29(2) and relates to
280
intention on the part of an applicant for registration that
a trade mark should be used by him The second fiction 18
for the pur poses of par agr aph(a) - of 8.26(1) whi ch
corresponds to cl.(a) of s.46(1) of the 1958 act. The 1958
Act, however, contains only one fiction. It is in 8.48(2),
which 18 in pari material with s.28(2) of the English Act.
The omission from the 1958  Act of a provision
simlar to that cont ai ned in 8.29(2) of t he
English Act does not make any difference if one were to see
6- (2) inits proper setting and contest. The English Act
does not prescribe, just as the 1958 Act does not, any
period of tile fromthe date of registration of a trade mark
within which an application for registering of a person as a
regi stered user of that trade mark should be nade. Section
29(1) of the English Act, however, provides that an
application for registration of a trade mark can  be
acconpani ed by an application for there registration of a
person as a registered wuser of that trade mark', if the
tribunal is satisfied that the proprietor of the trade mark
intend it to be wused by that person in relation to those

goods and is also satisfied that person will be registered
ns a registered user thereof after the registration of the
trade mark, it will not refuse to register the trade mark

The effect of 8.29(1), therefore, is that an application for
registering a person as a registered user can be nmade
simultaneously with the application for registering the
trade mark and if both are found to be satisfactory, the
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application for regi stration woul d be grant ed and
i mediately thereafter the registration of the registered
user would be allowed. In such a case, the intention on the
part of the applicant for registration that the trade mark
should be wused by the registered user thereof is to be
deiced to be an intention to wuse that trade mark by the
applicant for registration. This is a special provision
applicable to a special case. The fiction created by s.29(2)
18 also nmmde applicable to the case of a corporation above
to be constituted to which the applicant intends to assign
the trade mark. There is no such fiction relating to
intention expertly provided in the 1958 Act, nor is there
any provision for sinmultaneously making an application for
registration of a trade mark and an application for
registering a person a the registered user of that trade
mark. The purpose for which the fiction was created vy
8.29(2) the respect to a registered user was to elimnate
all possibility ~of trafficking in a trade mark by a person
getting hinself registered as the proprietor of a trade mark
and there after going in search of so the person who will w
e it as the registered user thereof. |If the existence of the
special fiction created by 5.29(2) cuts down he ful
operation of the general fiction enacted in s. 28(2), it
281
does not follow that the absence of such special fiction in
the 1958 Act will also cut down the operation of the fiction
in s.48(2) in the sanme way by limting it to the actual use
of a trade mark only. In the 1958 Act wherever the phrase
"used by himoccurs the fictionwll apply. In other words,
the permtted use of a trade mark is, by the fiction enacted
in s.48(2), equated with use by the registered proprietor-
Consequently wherever the word e occurs with all its
permut ati ons and comutations, as for instance in phrases
such as proposed to be used be himor intended to be used be
in, the fiction will apply. FormNo.TM 2, which is the for
prescribed for an application for registration of a trade
mark prescribed by the English Trade Marks Rul es, 1938, was
substituted in 1982 and under the substituted From a new
colum is provided which requires details of an-application
under s.29(1) to be given. The old Form No.TM 2 did not
contain this requirement nor does Form TM 1 appended to the
Trade and Merchandi se Mark rules, 1959 [333 B-H, 334 A-QJ
(22) Under the 1958 Act an application for registration
of a trade mark ad also an application for registering a
regi stered user are to be nmade to the Registrar and it is
the Registrar who has to grant both of them The Registrar
woul d refuse the application if |t appears to himthat the
grant thereof would tend to facilitate trafficking in a
trade mark. this question is to be considered by the
Regi strar hinmself. provisions of the 1940 Act were the sane
but the provisions of the 1958 Act are radically different.
Under the 1958 Act, though both the application for
registration of a trade mark and the application for
registration of registered user are to be mnmade to the
registrar, the Registrar has the power to grant the
application for registration of the trade mark only. So far
as the application for registering a person as a regi stered
user is concerned, he has to forward It together with his
report to the Central Government and it for the Centra
CGovernment to decide whether to permt such application to
be granted or Lot- in order to decide this, the Centra
Government or to take into account the matters set out in
subs-s. (3) of .49 and on rule 85 of the Trade Marks Rul es
1959. The matter to be considered by the Central Government
i nclude not only whether the permitted use, if allowed,
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woul d about to trafficking in trade mark but also the
interested of the general public and the devel opnent of any
industry, trade or commerce in India. After the Centra
CGovernment has taken its decision the Registrar is to
di spose of the application in accordance with the directions
issued by the Central Government. Thus while wunder the
English Act the authority to decide an
282
application for registering a registered user is the sane as
the authority for registering a trade mark, under the 1958
Act they are different and 80 are the considerations which
are to be taken into account. [334 h; 335 A-FE]

(23) Under the 1958 Act an application for registering
a registered user can only be nade after a trade mark is
registered. If an intended use by a person who wll be
regi stered as a regi stered user is not to be included in the
| egal fiction created by section 48(2), it would make that
fiction operate “within a very narrow conpass an al nost
render  the provision rel ati ng to regi stered users
neani ngless. It 16 in very rare circunstances that a person
will get —a trade nark registered as proposed to be used by
hinself, use it in relationto the concerned goods, and
thereafter permt it to be used by another as a registered
user. It 1is also not open to everyone who wants to register
atrade mark to for a conpany to which after the trade mark
is registered and the proposed conpany is incorporated, the
trade mark w Il be assigned. These things are not practica
realities and Parlianent could not have intended such absurd
results. 1335 F-H|

(24) 1t is not necessary that the appellant should have
got the trade mark registered with the intention that it
will itself wuse the trade mark and in order to effectuate
that intention the appellant should have set up a factory
and manufactured and marketed the tablets 'DRI STAN and then
either assigned the trade nark to the Indian Conpany or to
get the Indian Conpany registered as the registered user of
that trade mark. By reason (of foreign exchange and
i ndustrial policies inlIndia it is not possible for a
foreign company to establish its own industry India. It can
only do so by entering into a collaboration with Indian
entrepreneurs in which the foreign conpany would not  be
permtted to have nmore than 40 per cent —sharehol di ng and
woul d be subject to other restriction. Even if a foreign
proprietor of a trade mark were to establish an industry of

his own in India, it would be absurd to.imgine that it
woul d thereafter cease manufacturing the goods and allow
someone else to do 80. It is equally illogical that the

appel l ant and the Indi an Conpany should have jointly applied
for registration of the trade mark ' DRI STAN . The appel | ant
was already in collaboration with the Indian Conpany. There
was no need for it to seek other collaborators to establish
a new conpany. To assign the trade mark to the  |Indian
Conpany or to make jointly wth the Indian Conpany an
application for registration of the trade mark ' DRI STAN
would be to destroy the appellant’s proprietorship in that
trade nark. [336 A-D
283

(25) It is a well-known principle of interpretation of
statutes that a construction should not be put upon a
statutory provision which would lead to manifest absurdity
of futility, palpable injustice, ox absurd inconveni ence or
anonmaly. Wiile placing construction on 6.48(2), the High
Court did not apply this principle and failed to give to the
legal fiction enacted by 8.48(2) its full force and effect.
[336 E-F]
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"BOSTI TCH Trade Mark (1963) R P.C. 183 and ' PUSSY
GALOK' Trade Mark, 119671 R P.C. 265 inapplicable.

(see: - Beneath and Ore. v. Middal a Veeranul | appa and
Ck.) [1961] 2 S.C.R 295, 303 referred to.

Aston v. Harlee Manufacturing conpany, (1959-60) 103
C.L.R 391 relied upon
(26) The Parlianment did not accept the recommendati on made
i n Shavakasha Committee Report and Ayyanagar Report. These
Reports, therefore, cannot be referred to for ascertaining
the intention of Parlianent when enacting the relevant
provi sions of 1958 Act. [337 G

(27) In the instant case, the facts on the record show
that only when it was decided to introduce ' DRI STAN tablets
in the Indian market through the |Indian Conpany that the
appel lant made its application to register the trade nmark
"DRISTAN . There was a close connection in the course of
trade between the appellant and the Indian Conmpany. The
appel | ant owned 40 per cent of  the shareholding in the
I ndi an' Conpany. I't had ent er ed into a technica
col | aboration agreenent with the Indian Conpany which
provided for —strict quality control and for formulae and
services to be provided by the appellant. The nmanufacture,
mar keting and advertising of all products under the
agreenent were to be wunder the control of the appellant.
There was no royalty ~payable by the Indian Conpany to the
appel l ant in respect of the use of the trade mark ' DRI STAN .
In the event of the collaboration agreenent being terninated
by reason of the happening of any of the events nentioned in
the agreement, ampngst which events was the sharehol di ng of
the appellant beconming less than 40 per cent, the Indian
Conpany was to cease to be entitled to nanufacture the
tablets 'DRISTAN . There was here, therefore, no question of
any trafficking in a trade mark. In these circunstances, the
intention of the appellant to use the trade mark 'DRI STAN
through the |Indian Conmpany which was  subsequently to get
itself registered as the registered user of the said trade
mark cannot but be characterised as bona fide. [338 Lr; 339
Al
284

(28) The two conditions of  cl-(d) of 8-46(1) are

cumul ative and since the first <condition has  not been
satisfied in this case, it la unnecessary to consider the
guesti on whether the appellant had in addition to having a
bona fide intention to use the trade mark 'Dristan’ had al so
used it within a period of one nouth before the date of
Application for Rectification. 339 A-(

JUDGVMVENT:

ClVIL APPELLATE JURISDICTION : Civil Appeal No. 2159 of
1970

Fromthe Judgment and Decree dated 16.12.69 of the
Calcutta High Court in Appeal No. 165 of 1968.

F.S. Nariman, J.l. Mehta, Mchal Fysh, T.M Ansari, V.
Tul zapurkar, C.M Maniar, Ashok Sagar, Aditia Narayan, Al ok
Vi dyal ankar and D.N. Msra for the Appellant.

Dr.V. Couri Shankar, K L. Hat hi , Manoj Aror a,
Nar endr abhai Zaveri, M. Ml ati Jhaveri and Vijay F. Shah
for Respondent No.lI.

Ex-parte for Respondent No. 2.

T.U. Mehta and V. Dave for Intervener

The Judgnent of the Court was delivered by

MADON, J. This Appeal has been filed pursuant to a
certificate granted by the Calcutta H gh Court against its
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judgrment and order dated Decenber 16, 1969, in Appeal . 165
of 1968. The certificate has been given by the Hi gh Court
under sub-clause (a) and (c) of clause (1) of Article 133
prior to the substitution of that clause by a new clause (1)
by the Constitution (Thirtieth Amendnment) Act, 1972. The
grounds on which the certificate has been given are (i) that
the value of the subjectmatter in dispute in the court of

the first instance and still in dispute on appeal was and is
not less than Rs.20,000 and that as the judgment in appea
was one of affirmance, the appeal involves a substantia

guestion of law, and (ii) that the case was a fit one for

appeal to the Suprenme Court. The Hi gh Court obserbed:
The appeal raises a question of great inportance
in Trade Marks Law, that is to say whether a
propri et or

285
of a trade mark who intends to use it solely by a
regi stered- user is entitled to registration of
hi s trade mark, under Sec. 18 of the Trade Mark
Act, or to put it differently, do the words
"proposed to beused by him in Sec. 18 nean
"proposed to be wused by the proprietor, his
agents and servant’ only.... The case also
invol ves the question of construction of sub-
section (2) of Sec. 48 and consideration of the
ef fect of /that sub-section on sub-section (1) of
sec. 18 ' of the Trade and ~Merchandi se harks Act,
1958.

The questions so posed by the High Court resol ve thensel ves

into the follow ng two questions
(1) Whether a proprietor of a trade nark who
intends to use it solely by a registered user is
entitled to registration of high trade mark under
section 18 of the Trade and Merchandi se Marks Act,
1958 ?
(2) Whether Dby reason of the provisions of sub-
section (2) of section 48 of the Trade and
Mer chandi se marks Act, 1958, the words proposed to
be used by himin sub-section (1) of section 18 of
the said Act mean proposed to be used by the
proprietor, his agents and servants only or _do
they also include a proposed user by someone who
will get hinself registered under section 48(1) of
the said Act as a registered user?

The Hi gh Court further observed
The matter is of considerable inportance to
foreign proprietors of trade marks, to registered
users of trade marks in general and to the
I ndustry and Commerce at | arge.

Bef ore enbarki ng on a di scussion of the above questions
it will be convenient to relate first the facts which have
given rise to this Appeal

The Appel | ant, American Home Products Corporation, is a
mul ti-national corporation incorporated under the |aws  of
the State of Delaware in the United States of Anerica. One
of the activities of the appellant 1is the manufacture and
mar ket i ng of pharmaceutical products and drugs. The divi sion
of the Appell ant

286
which at all relevant tinmes carried on and still carries on
this activity is called the Witehall Laboratories

Ceoffrey Manners & Co. Ltd. (hereinafter referred to as the
I ndian Conpany ) is a conpany registered as a public limted
conpany under the Indian Conpanies Act, 1913, and is a
public conmpany within the neaning of the Conpanies Act,
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1956. Honme Products International Limted is a wholly owned

subsidiary of the Appellant and at all nmaterial tines
represented the Appellant in its dealings wth foreign
distributors, licences and subsidiaries. In the present case

the said Home Products International Limted had carried or
correspondence on behalf of the Appellant wth the Indian
Conpany. International Chemical Conpany Linmted is another
whol Iy owned subsidiary of the Appellant. Sone time prior to
1956, the Appellant acquired a substantial shareholding to
the extent of 40 per cent in the Indian Company. In 1956 the
Appel l ant introduced an anti-hystamin drug in the Anerican
mar ket under the trade mark 'DRISTAN for the treatnment of
respiratory ailnments inthe formof a decongestant tabl et
for synptonatic relief for cold and congestion. The
Appel lant got the trade nmark 'DRISTAN registered as a
distinctive trade mark in-the Trade Marks Register in the
United States and subsequently thereto between 1957 to 1961
in about 39 other ~foreign countries. These countries
included Great” Britain, Ireland, " Bel gium Denmark, France

Hol | and and~ other countries in the Continent of Europe,
Canada, Mexico, and several countries in south America, Asia
and Africa.

By an agreemnent signed on May 16, 1958, effective from
Novenber 1, 1957, the Appellant entered into a technica
col | aboration agreenent with the I ndian Conpany. The
recitals of the said agreenent are material and nmay be
reproduced. They read as follows :

WHEREAS, ' Aneri can Hone Product s Cor porati on
directly or  through its wholly owned subsidiaries
is one of the |eading Anerican manufacturers of
drugs, pharnmaceuticals, bi ol ogi cal s, wvacci nes,
antibiotics, nutritionals and medi ci na
preparati ons and conducts continuously " active
research in its various Laboratories for the
di scovery of new and inprovenment of existing
t herapeutic products, and

WHEREAS, Anerican Hone Pr oduct s Cor'poration
prepared to provide Geoffrey Manners on'the terns
and conditions of this Agreenent the fornulae and
manuf act uri ng technol ogy and ot her assi stance

287
essential for the efficient manufacture in India
of various Anerican honme Products Corporation
products, and
WHEREAS, Geoffrey Manners has access to and use of
| ands and buil dings and has ‘the experience,
facilities, equiprment and personnel ~needed or
desired for successful production, sale and
distribution of the aforenmentioned products in
I ndi a.

The said agreenment related to two classes of <products,

nanmely, VWitehall Products and Wet Products . W are

concerned in this Appeal wth Wiitehall Products. me term
"Whitehall Products’ was defined in the said agreenent as

neaning all formulations owned by or whose sales -are
pronmoted under the direction of Witehall Laboratories
Di vi sion of Ameri can Hone Product s Cor poration or
I nt er nati onal Cheni cal conpany Limted whi ch are

manuf actured and sold under the nane or trade marks of
VWi tehal | Laboratories Division of American hone Products
Corporation or International Chenmical Conpany Limted and
packaged in formfor sale and distribution by the trade to
the ultimate costuner . The term "Licensed" Products was
defined in the said agreenent as meaning those Whitehal

Products whose inmport, manufacture, sale or distribution in
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India by Geoffrey Manners are |icensed under and pursuant to
the terms of this Agreenent. These shall include those
identified in Schedule a annexed hereto and nade a part
hereof. Schedule A to the said agreenment set out four
products, nanely, " Anacin’, ' Kol ynos’ Dent al Cream
"Bismag’, and ’'Anne French’ Ceansing MIk. 'DRI STAN was
thus not nmentioned in the said Schedule A. Under the said
agreenment, the Appellant agreed to furnish or cause to be
furni shed to the I ndian Conpany the manufacturing technol ogy
and ot her assistance essential for the efficient manufacture
by the Indian Conmpany of inter alia the Licensed Products
and further agreed that qualified enployees of the Indian
Conpany may visit the |aboratories, PLANTS and facilities of
the Appellant to observe and learn for the period required
to obtain the necessary working know edge, the nmethods and
equi prent for the production  of the Licensed Products and
that qualified nmenbers of the appellant woul d be assigned to
di scuss® such nethod  and equipment wth such qualified
enpl oyees 'of the Indian Conpany during the period of their
visits. The  Indian conmpany likew se agreed that qualified
enpl oyees of the appellant nmmy visit the Ilaboratories,
plants and facilities of the Indian Conpany in order to
observe and exam ne the nmethods being enployed and the
equi prent bei ng

288

used for the Licensed Products. The Appellant further agreed
to supply to the ' Indian conpany a witten  description of
each process utilized for the production  of Licensed
Products including flowsheets of processes, necessary test
nmet hods and basi ¢ specifications for apparatus and equi prent
unitized in production and that thereafter the Appellant and
the Indian Conpany should furnish each other wth al
significant information which either~ of them devel oped and
was free to disclose concerning inprovenments in the
processes and in the equi pment, ~raw materials and
i nternedi ates used therein. It was further agreed that
before making any offer to a third party or contracting any
conmitrment with a third party for the purpose of nanufacture
and sale in India of any Witehall Products, the Appellant
woul d offer to the Indian Company, . upon the thermc and
conditions set out in the said agreenent, the right to
manuf acture, sell and/or distribute such products in |ndia.
In the event of such offer being accepted by the 1ndian
Conpany in respect of any Witehall products such product
woul d be deened a Licensed Product for the purposes of the
sai d agreement. During the period of the said agreenents the
I ndi an Company agreed not to nmanufacture, distribute of sel
any new products whose production or sale would conpete with
the production and sale of the Licensed Products except with
the prior consent thereto in witer obtained from the
Appel l ant, and the Appellant granted to the |ndian Conpany
for the duration of the said agreenent an excl usive and non-
transferable license to make and sell the Licensed Products
in India under the nane or marks which for these purposes
the Appellant would design or cause to be designed for such
products. Clause (a) of Article IV of the said agreenent

inter alia provided that R ghts of registered user will be
extended to Geoffrey Markers in respect of each Licensed
Product by the proprietor of such trade mark . Furthers

under the said agreenent the Appellant was to furnish to the
I ndi an Conpany the manufacturing technology applicable to
each Licensed Product and to provi de reasonabl e engi neering
and technical assi stance and i nstructions to those
representatives of the Indian Conpany who were to direct or
supervi se the manufacture of such products and who would
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visit the Appellant’s plants for such assistance and
instructions. The advertising expenditures, pl ans and

budgets for each fiscal year with respect to each Licensed
Products was to be determ ned annually and approved by the
Appel l ant and the sel ection, appointnent of all advertising
agencies by the Indian Conpany for pronoting the sale and
distribution of the Licensed Products was to have the
previous agreenent in witing of the Appellant. The said
agreenment al so sat out in detail the various
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services which were to be rendered by the Appellant to the
I ndi an Company. The said agreenment was to continue in force
for an indefinite period of time subject to its sooner
termnation in the event of any of the eventualities set out
in the said agreenent -taking place, one of them being that
of the Appellant ceasing to be the owner of at |east 40 per
cent of the issued and outstanding share capital of the
I ndi an Company. ~The -said agreement contained a secrecy
clause and upon the termnation of the said agreenent, the
I ndi an  Conpany had to return to the Appellant al
manuf act uring technology received by it fromthe Appell ant
and not to rmake any use of it thereafter.

In pursuance of the said collaboration agreenent the
I ndi an Conpany manuf actured and nmarketed the products
covered thereunder and got itself 'registered as the
regi stered user in respect of the trade marks relating to
the said goods of which the Appellant was - the registered
proprietor. The correspondence on - the record shows that on
and from Decenber 1957 it was  decided that the Indian
Conpany should introduce in the Indian npmarket  nine new
products of the Appellant including 'DRISTAN ~tablets. On
August 18, 1958, the Appellant filed ~an application under
section 14(1) of the Trade Marks Act, 1940 (Act No. V of
1940) in the prescribed formT-1 -~ for registration of the
trade rmark ' DRI STAN' in class 5 (whi ch i ncl udes
phar maceuti cal substances) as a nedicinal preparation for
treatnment of respiratory ailments clainming to be the
proprietor of the said mark by whom the said ‘mark was
proposed to be used. The said application was advertised as
required by the Trade Marks Rules, -1942. No notice of
opposition to the registration of the said trade mark was
filet by anyone and the trade mark ' DRI STAN was regi stered
by the Registrar of Trade Marks, Bonbay, as Trade Mark No
186511 in class 5 on June 8, 1959. Wth effect from Novenber
25, 1959, the Trade nmarks Act, 1940, was repealed and
repl aced by the Trade and Merchandi se Marks Act, 1958 (Act
No. 43 of 1958).

Thereafter the Indian Conpany applied for and obtai ned
a licence for the purchase of a Stokes Triple Layer Machine
whi ch coul d produce two-layered tablets, the intention being
to use this machine for the purpose of nmanufacturing
"DRI STAN tablets. The Indian Conmpany intimated this fact to
the Appellant asking it to supply urgently the manufacturing
manual for DRI STAN tablets. The Indian Conpany al so wote
to the Appellant asking It to supply free of cost three
units (conmprising twenty four tablets in all) of 'DRI STAN
tablets as sanples. ne MANUFACTURI NG manual as also the
sanmples were duly sent by the Appellant to 1 the Indian
Company.
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On May 31, 1960, Mac Laboratories Private Limted, the
First Respondent in this Appeal, applied for registration of
the trade nmark "TRISTINE in class 5 in respect of its
medi ci nal preparation for synmptomatic t r eat nent of
respiratory airlines. On January 1, 1961, the Appellant
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filed a notice of opposition to the registration of the said
mark ' TRISTINE' on re ground that it was deceptively simlar
toits trade mark 'DRI STAN . The Appellant’s opposition was
not accepted by the Assistant Registrar of Trade Marks,
Bonbay, and by his order dated March 27, 1962, he ordered
the trade mark "TRISTINE to be registered in Part A of the
Regi ster of Trade Marks. The Appellant thereupon filed an
appeal in the Bonbay High Court which was allowed by a
| earned Single Judge of that Hi gh Court on February 5 1963.
The First Respondent thereupon filed an appeal before a
di vi si on Bench of the said Hi gh Court and the Division Bench
on April | 1968, allowed the said appeal but directed that
the Respondent application be anended so as to read the
trade MARK " TRISTIN as ' TRI STI NA
In the nmeantime, while t he First Respondent’ s

application for registration of the trade mark 'TRI STINE
was pending, the I'ndian~ Conpany applied on Septenber 23,
1960, to ‘the Central ~ Government under section 11 of the
I ndustries (Devel opment and Regulation) Act, 1951, for a
i cence to manufacture the tablets "DRISTAN. In the said
applications the Indian Conpany stated

No Royalty paynent-is involved. This new product

will be marketed under the trade mark 'DRI STAN

whi ch bel ongs to Ameri can Hone Product s

Cor poration, New York who own 40 of the Conpany’s

capital and whose products are nanufactured and

di stributed by us in India.
The I ndian Conpany installed the said Stokes nachine at its
Gnhat kopar factory on Cctober 5, 1960 and al so informed the
appel l ant that as the said nachine was installed, the Indian
Conpany woul d be working on experimental — batches of
"DRI STAN tablets after conpleting a few formalities which
the Governments It also wote to the said Hone Products
International Limted requesting it fora sanple of 200 gns

of Phenindamine Tartarate U.S.P., one of the ingredients
used in the manufacture of 'DRISTAN tablets. The Indian
Conpany also applied for an inport |licence for inport of

Phenyl ophri ne Hydrocl ori de and Pheni ndanine Tartarate to the
val ue of Rs. 6,000 and Rs. 12,000 c.i.f. Bonbay respectively
for the purpose of initial production of 'DRISTAN
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tablets. The |Ilicence under the Industries (Devel opment and
Regul ation) Act, 1951 was granted to the Indian Conpany on
January 19, 1961, for the manufacture of 'DRI STAN tablets
to the extent of five lakh tablets per nonth. Two of the
conditions of the said |icence were that no royalty woul d be
payabl e and that the product will be marketed with the trade
mark already in use or without any trade mark . A further
condition was that no special concession in regard to the
import of basic raw materials and ingredients would be
sought in relaxation of the general policy in force from
time to tinme. On January 23, 1961, the |Indian Conpany
applied to the Director, Drugs control Adm nistration, State
of Maharashtra, for permssion to nmanufacture ' DRI STAN
tablets. The said application was approved by the Drugs
Controller on February 10, 1961. Meanwhile, on January 18,
1961, the Appellant had filed a notice of opposition to the
application for registration of the mark 'TRISTINE . As a
counterblast to the said notice of opposition, the First
Respondent on April 10, 1961, filed wth the Registrar of
Trade Marks, Calcutta, an application, being Application No.
Cal-17, for rectifying the Register of Trade Marks by
renoving therefrom the Appellant’s trade mark 'DRI STAN . On
May 5, 1961, the first Respondent applied for amendnent of
the said Recitification Application by substituting the
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par agraph containing the submissions in support of the
grounds taken therein by a new paragraph. This application
for anmendnent was al | owed.
On Cctober 18, 1961, an agreenment was entered into
bet ween t he Appellant and the |Indian Conpany for granting to
the I ndian Conpany the non-exclusive right to use the trade
mark ' DRI STAN upon or in relation to the goods in respect
of which the said trade mark was registered during the
unexpired residue of the termof the registration of the
said trade mark and during all extensions of the sane
subject to the determination of the said agreement as
provided therein. By the said agreenent, the Indian Conpany
agreed to becone the registered user of the said trade mark
"DRI STaN and further agreed that the rights granted to it
under the said agreenent would not be deened to entitle it
to use the said trade mark otherw se than as the registered
user thereof. Causes 3, 4, 5 6 and 7 of the said
agreement provided as follows :
"3. ‘The _I'ndian Conpany shall follow the formulae
and specifications  prescribed and supplied by the
Anerican Conpany. The | ndiran Conpany w |l conform
to the technical advice tendered, will wuse the
quality
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control nethods prescribed by or on behalf of the
American Conpany in the course of manufacture of
the goods and will not place upon the narket any
goods whiich do not attain to the standard of
quality fixed by the American Conpany.
4. To ensure naintenance of standards, the Indian
Conpany will ~submt to the Anmerican Conpany or to
| aboratories designated by the Anerican  Conpany
for test purposes batch sanples of the goods
manuf actured and al so permit duly authorised
representatives of the American Conpany to exam ne
and inspect the Indian Conpany’s installations and
manuf acturing processes and control nethods used
in the manufacture of the said goods on the
prem ses of the Indian Conpany at any tine.

5. The Indian Conpany convenants that it will not
ue the said Trade hark in any manner what soever
whi ch may j eopardi ze the signi ficance,

di stinctiveness or validity of the said Trade Mark
and the |Indian Conmpany will take all steps w thin
its power to protect and defend or  assist in
protecting defending the right of the -American
Conpany in and to the said Trade Mark.
6. All use of the said Trade lark by the Indian
Conpany shall <clearly show its ownership by the
Ameri can Conpany and its ownership by the Indian
Conpany only by perm ssion of the  Anerican
Conpany. The |Indian Conpany therefore will apply
and use the said Trade mark only in such form and
manner as the American Conmpany may fromtime to
time direct and all |abels, containers, packing,
panphl ets, advertising and the |ike shall show the
said Trade mark in nmanner, design and use as the
Ameri can Conpany so directs and with the prior
approval in witing of the Anerican Conpany.
7. There is no royalty or other remruneration
payable by the Indian Conpany to the Anerican
Conpany for the proposed pernitted use of the said
trade mark.

The said agreement provided that in the event of any breach

or default by the Indian Conpany of any of the conditions
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contained in the said agreenent, the appellant would have
the right to prohibit forthwith further wuse by the Indian
Conpany of the trade
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mark ' DRI STAN . The said agreement was to remain in force
until determ ned by either party by ninety days’ notice in

witing and in the event of such termination the Indian
Conpany was to discontinue all further use of the said trade
mark and to deliver to the Appellant the nanufacturing
technology relating to the said tablets 'DRI STAN i ncluding
fornmul ae, raw materials, finishing materials and packing
materials supplied by or on behalf of the Appellant and to
hold a the disposition of the Appellant or its authorized
representative all stocks of finished goods ready for
transfer to any party or parties to whomthe Appellant or
its authorized representative nay direct delivery against
paynment of any accrued or unpaid manufacturing charges with
respect to the sane.

On Cctober 22, 1961, the 'DRISTAN tablets were first
marketed in~ India by Indian Conpany. On March 6, 1962, a
joint application in Form TM 28 was made by the Appell ant
and the | ndian Conpany for registering the Indian Conpany as
a registered user of the trade mark 'DRI STAN in respect of
the goods for which it was registered subject to the
following conditions or restrictions set out in the said
application :-

The Trade Mark is to be used by  the registered
user in ‘relation to the goods only so long as the
goods are  manufactured in accordance wth the
f or mul ae and speci fications prescri bed and
supplied by the registered proprietor, only so
long as the registered user conforns to the
technical advice tendered and uses the quality
control methods prescribed by or on behalf of the
regi stered proprietor in the course of manufacture
of the goods and only so long as the registered
proprietor has a right to inspect, on the premn ses
of t he regi stered user, t he goods, the
installations, manufacturing processes and contro
nmet hods used in the manufacture of the goods and
i s supplied on request with sanples of the goods:
In the said application it was stated that  the proposed
permtted use was without |imt of period subject to the
right of the registered proprietor, nanely the Appellant, to
apply for cancellation of the registered user forthwith
after giving ninety days notice in witing to the Indian
Conpany. The said application was accompanied by an
affidavit of Kenneth A. Bonham the executive Vice President
of the Appellant, affirnmed on October 18, 1961, that the
trade mark ' DRI STAN was not till then used in India. In
294
vi ew of the said rectification proceedings, the said
application for registering the Indian Conpany as registered
user of the trade mark ' DRI STAN was not processed but kept
pending until the final decision of the Rectification
Application nmade by the First Respondent.

On Decenber 7, 1964, the Registrar of Trade Marks,
Calcutta, dism ssed with costs the First Respondent’s
Rectification Application. The First Respondent thereupon
filed an appeal in the Calcutta high Court, being Appea
No. 61 of 1965, mmking the Second Respondent before us the
Regi strar of Trade Marks, Calcutta, the Second Respondent
thereto. A learned single Judge of the said high Court by
his judgnent delivered on May 10, 13 and 14, 1968, reported
as Mac Laboratories private Ltd. v. American hone Products
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Corporation and Anr. A l.R 1969 Cal. 342, allowed the said
appeal with costs and set aside the order of the Registrar
of Trade marks. Thereupon, the Appellant filed a further
appeal , being Appeal No. 165 of 1968. A Division Bench of
the said H gh Court by its judgnment and order dated Decemnber
1, 1969, reported as American hone products Corpn. v. Mc
Laboratories Private Ltd. and Anr. (1970-71) 75 C WN. 118
S.C., L194 Fleet Street Reports 215, dismssed the said
appeal with no order as to costs. It is against this
judgrment and order that the present Appeal by certificate
has been filed
In order to appreciate what was held by the Registrar
of Trade Marks and the | earned Single Judge and the Division
Bench of the Calcutta high Court and to test the correctness
of the rival subnissions advanced before wus, it is now
necessary to refer to the relevant statutory provisions.
The first legislation indndia relating to trade marks

was the Trade Marks Act, 1940 (Amt No. V of 1940),
hereinafter referred to as the 1940 Act . The 1940 Act was
repeal ed ‘and replaced with effect from Novenber 25, 1959,
by the Trade and Merchandise Marks Act, 1958 (Act No. 43 of
1958), hereinafter referred to as the 1958 Act . Section 2
of the 1958 Act is the definition section. C ause (v) of
section 2(1) defines the expression trade mark inter alia as
nmeaning a mark used or proposed to be used in relation to
goods for the purpose of indicating or so as to indicate a
connection in the course of trade between the goods and sone
person having the right, weither ~as proprietor or as
regi stered user, to use the mark whether with or w thout any
indication of the identity of that person . The definition
of the expression trade mark contained in clause (1)
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of section 2 of the 194 Act was the same as the portion of
clause (v) of section 2(1), of the 1958 Act reproduced
above. Under clause |Ib) of section 22) any reference to the
use of a mark in relation to the goods is to be construed as
a reference to the use of the mark upon, or in any physica
or in any other relation whatsoever, to such goods . C auses
(q), (r) and (s) of section 2(1 define the -expressions
regi stered proprietor , registered trade mark and regi stered
user . They read as follows :

"(q) 'registered proprietor’, in-relation to a

trade mark, neans the person for the tine being

entered in the register as proprietor of the trade

mar k;

"registered trade mark’ means a trade mark which

is actually on the register;

(s) 'registered wuser’ neans a person who is for

the time being registered as such under. section 49

Clause (x) of section 2(1) defines the expression-tribuna
as nmeaning the Registrar or, as the case may be, the Hi gh
Court, before which the proceedi ng concerned is pending
The other definition which is relevant for our purpose
is that of the expression permtted use contained in clause
(m of section 2(1). That definition is as follows :
(m ’'permitted use', in relation to a registered
trade mark, neans the use of a trade mark -
(i) by aregistered user of the trade mark in
relation to goods
(a) with which he is connected in the course of
trade; and
(b) in respect of which the trade mark renmins
regi stered for the tine being; and
(c) for which he is registered as registered user
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and

(ii) which conplies with any conditions or

restrictions to which the registration of the

trade mark is subject
296

Section 6 provides for the maintenance of a record
called the Register of Trade Marks in which all registered
trade marks are to be entered. Under section 71), the
Regi ster is to be divided into two parts called respectively
Part A and Part . Under section 72), the register or Trade
Mar ks existing at the comencenent of the 1958 Act is to be
incorporated with and to form part of Part A of the
Regi ster. The Appellant’s trade mnmark ’'DI STAN |eaving been
regi stered under the 194 Act, it becane part of Part A of
the Register of Trade ~Marks under the 1958 Act. Under
section 136(2), a registration mnade under the 1940 Act is,
if in force at the comencenent of the 1958 Act, to continue
in force and have effect as if trade under the corresponding
provision of the 1958 Act. Sub-section (1) of section 9 of
the 1958 " Act, which corresponds ‘to sub-section (1) of
section 6 _of the 1940 Act sets out the requisites for
registration cf a trade nmark. Under it a trade mark is not
to be registered in Part A of +the Register wunless it
contains or consists of ~at |east one of the essentia
particulars set out~ in that sub-section. One of the
essential particulars set out in section 9(1) is one or nore
i nvented words .
Sub-section (1) ‘and (4) of section 1 provide as follows

1. Application for Registration. -
(1) Any person claining to be the proprietor of a
trade mark used or proposed to be used by him who
is desirous of registering it, shall apply in
witing to the Registrar’ in the prescribed nmanner
for the registration of his trade mark either in
Part A or in Part of the Register.
X X X X X X
(4) Subject to the provisions of this Act, the
Regi strar may refuse the application or may accept
it absolutely or subject to such amendnents,
nodi fications, conditions or linmtations, if any
as he may think fit.
The Appellant’ application for registration of the  trade
mark ' DRI STAN was made under section 14(1) of the 1940 Act
whi ch provided a follows :
"14. application for registration.-
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(1) Any person c np- to be the proprietor of a
trade mark used or proposed to be used by himwho
is A desirous of registering it shall apply in
witing to the Registrar in the prescribed manner
and subject to the provisions of this Act, the
Regi strar may refuse the application or may accept
It absolutely or subject to such amendnents,
nodi fications, conditions or limtations, if any,
as he may think fit-
It is pertinent to note that both under section 141) of the
1940 Act and section 18(1) of the 1958 Act, an application
for registration nmust be a person claiming to be the
proprietor of a trade mark used or proposed to be used by
him Therefore, wunless it is the case of an applicant for
registration that he is the proprietor of a trade mark which
has been used by himor which is proposed to be used by him
he is not entitled to registration. Admittedly, in this case
the trade mark 'DRISTAN was not at any tinme used by the
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Appellant in India at the date when it nade its application
for registration on August 18, 1958, nor did it claiminits
application that the said trade mark had been 80 used by it.
that was stated in the said application as that the said
trade mark was proposed to be used by it. Once an
application for registrationis made a accepted by the
registrar, the Registrar has to cause the application to be
advertised and wthin three nonths from the date of the
advertisenent, any person may |odge with the Registrar a
notice of opposition in witing to the registration of such
mark. A copy of such notice of opposition is to be served
upon the applicant. These provisions made in sections 20 and
21 of the 195 Act correspond to section 15 of the 1940 Act.
Under section 23(1), if the application has not been opposed
and the time for giving the notice of opposition has expired
or if the application has been opposed and the opposition
has been decided in favour of-the applicant, the Registrar
is "unless the Central Government otherwise directs to
register the said trade nmark.in Part A or Part of the
Regi ster, as the case nay be The trade mark when registered
is to beregistered as of the date of the naking of the
application for registrationand such date is to be deened
to be the date of registration. A simlar provisions existed
in section 16 of the 1940 Act. to notice of opposition to
the registration of the trade mark ' DRI STAN was ever | odged
by anyone, and accordingly it was ordered to be registered
by the Registrar of Trade marks. |n-view of the provisions
of section 16 of the 1940 Act, the said trade mark ' DRI STAN
was to be deemed for the purposes of the 1940 Act to be
registered fromthe date of the application for its
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regi stration nanely, from August 18, 1958 and even after the
conming into force of the 1958 Act to be deened to be
regi stered from the sane date for the purposes of one 1958
Act. under section 25 of the 1958 Act, which corresponds to
section 1 of the 190 Act, the registration of a trade mark
isto be for a period of seven/  years, but can be renewed
fromtinme to tine on application made by the registered
proprietor of the trade nark in the prescribed manner and
within the prescribed period and subject to the paynent of
the prescribed fee. The renewal of the registration of a
trade mark is to be for a period of seven years fromthe
date of expiration of the original registration or the |ast
renewal of registration, as the case may be.

The registration of a trade nark confers very valuabl e
rights upon the registered proprietor of ‘that trade mark
Under section 27(1) of the 1958 Act, no person can institute
any proceeding to prevent, or to recover damages for, the
i nfringement of an unregistered trade mark. however, his
right of action against any person for passing off goods as
the goods of another ©person or the renedies in- respect
thereof is not affected by reason of the fact that his trade
mark is an unregi stered one. Under section 28(1) of the 1958
Act, subject to other provisions of the Act, the
registration of a trade nmark, if wvalid, gives to the
regi stered proprietor of the trade nmark the exclusive right
to the use of the trade mark in relation to the goods in
respect of which the trade mark is registered and to obtain
relief in respect of that a conpany is about to be forned
and registered under the Companies Act, 1956, and that the
applicant intends to assign the trade mark to- that conpany
with a viewto the use thereof in relation to those goods by
t he company.

(2) The tribunal may, in a-case to which sub-section
(1) applies, require the applicant to give security for the




http://JUDIS.NIC IN SUPREME COURT OF | NDI A

Page 26 of 56

costs of any proceedings relative to any opposition or
appeal, and in default of such security being duly given may
treat the application an abandoned.

(3) Wiere in a case to which sub-section (1) applies, a
trade mark in respect of any goods is registered in the nane
of an applicant who relies on intention to assign the trade
mark to a conpany, then, unless within such period as may be
prescribed, or wthin such further period not exceeding six
nonths as the Registrar nay, on application being nade to
himin the prescribed manner, allow, the conpany has been
regi stered as the proprietor of the trade marks in respect
of those goods, the registration
299
shall ceased to have effect in respect thereof at the
expiration of that period, and the Registrar shall amend the
regi ster accordingly:

An inmportant -section for ~the purpose of the present
Appeal is section 46 which provides for removal of a
regi stered trade mark fromthe Register. The infringenent of
the trade mark in the nanner provided by the 1958 Act. A
simlar provision was to be found in section 21(1) of the
1940 Act. Section 29 of ~ the 1958 Act defines what
constitutes infringenent of a trade mark while section 30
sets out the acts which do not constitute an infringenent of
the right to the /'useof a registered trade mark. Under
section 36, a registered proprietor of ‘a trade mark has the
power to assign the trade mark. Under section 37, a trade
mark i s assignable and transm ssible whether with or w thout
the goodwi Il of the business concerned and that in respect
either of all the woods in respect of which the trade nmark
is registered or of sone only of those goods. Under section
38, an unregistered trade nmark is not ~assignable or
transm ssi bl e except in the cases set-out in sub-section (2)
of that section.

Section 45 provides as follows :

"45 Proposed wuse of. trade mar by conpany to be
f or med. -
(1) No application for the registration of a trade
mark in respect of any goods shall be refused, nor
shall permission for such registration be
wi thhel d, on the ground only that it appears that
the applicant does not use or propose to use the
trade mark, if the Registrar is satisfied nateria
provi sions of section 46 are as follows :
46. Renoval from register and inposition of
l[imtations on ground of no-use.
(1) Subject to the provisions of section 47, a
regi stered trade mark may be taken off. the
register in respect of any of the goods in respect
of which it is registered on application nmade in
the prescribed nanner to a High Court or to the
Regi strar by any person aggrieved on the ground
ei t her
(a) that the trade mark was regi stered w thout any
bonafide intention on the part of the applicant
for
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registration that it should be used in relation to
those goods by him or, in a case to which the
provisions of section 45 apply, by the conmpany
concerned, and that there ha, in fact, been no
bona fide wuse of the trade mark in relation to
those goods by any proprietor thereof for the tine
being up to a date one nonth before the date of
the application; or
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(b) that up to a date one nonth before the date of
the application, a continuous period of five years
or longer had el apsed during which the trade nmark
was registered and during which there was no bona
fide use thereof in relation to those goods by any
proprietor thereof for the tine being:

Provi ded that, except where the applicant has been
permtted under sub-section (3) of section 12 to
register an identical or nearly resenbling trade
mark in respect of the goods in question or where
the tribunal is of opinion that he m ght properly
be permitted so to register such a trade mark, the
tribunal may refuse an application under clause
(a) or clause (b) inrelation to any goods, if it
is shown that there has been, before the rel evant
date or during the relevant period, at the case
may be, ~bona fide use of the trade nmark by any
proprietor thereof for the time being in relation
to goods ~of the same description, being goods in
respect  of which the trade mark i s regi stered.

X X X X X

(3) An application-shall not be entitled to rely
for the purpose of clause (b) of sub-section (1)
or for the purposes of sub-section (2) on any non-
use of a trade mark which is shown to have been
due to special circunstances in the trade and not
to any intention to abandon-or not to use the
trade mark' in relation tothe goods to which the
application rel ates."

The First Respondent”s sai d application for
rectification was nade both —under section 46 and 56 of the
1958 Act. Under section 56(2), any person aggrieved by any
entry made in the Register of Trade Marks without sufficient
cause or by any entry wongly renaini ng-on the Register may
apply in the prescribed
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manner to a High Court or to the Registrar, and the tribuna
may make such order for naking, expunging or varying the
entry as it Amy think fit. Under section 56(4), this power
can al so be exercised by the H gh Court or the Registrar of
its own notion after giving notice to the parties concerned
and after giving them an opportunity of being heard. This
power includes the power to cancel or vary the registration
of a trade mark. Against such an order nmade by the Registrar
rectifying, cancelling or removing a trade mark from the
Regi ster of Trade Marks, an appeal l|ies under section 109 to
a Single Judge of the Hi gh Court and agai nst an order made
by the Single Judge of the H gh Court, a further appeal lies
to a Bench of the High Court.

What is now required to be set out is section 48 of the
1958 Act, the interpretation of which is crucial- for the
purpose of deciding this Appeal, for that section provides
for registration of a registered user and the effect of such
registration.

Section 48 provides as follows :

48. Regi stered users. -

(1) Subject to the provisions of section 49, a
person other than the registered proprietor of a
trade mark rmay be registered as the registered
user thereof in respect of any or all of the goods
in respect of which the trade mark is registered
otherwi se than as a defensive trade mark; but the
Central Covernment nay, by rules nade in this
behal f, provi de t hat no application for
registration as such shall be entertained unless
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the agreenent between the parties conplies wth
the conditions laid down in the rules for
preventing trafficking in trade marks.

(2) The permitted use of a trade mark shall be
deenmed to be use by the proprietor thereof, and
shall be deermed not to be wuse by a person other
than the proprietor, for the purposes of section
46 or for any other purpose for which such use is
material under this Act or any other |aw

Section 49 prescribes the procedure for registration of a
regi stered user and is in the following ternms :

302
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49. Application for registration as registered
user. -

(1) Were it is proposed that a person should be
regi stered as a registered user of a trade mark

the registered proprietor and t he pr oposed
regi stered user shall jointly apply in witing to
the Registrar in the prescribed manner, and every
such application shall be acconpani ed by -

(i) —the agreenment in witing or a dul y
aut henti cated copy thereof, entered into between
the registered proprietor and t he pr oposed
regi stered user with respect to the permtted use
of the trade mark; and

(ii) an affidavit rmade by t he regi stered
proprietor or by sonme person authorised to the
satisfaction of the Registrar to act on his
behal f, -

(a) giving particulars of the relationship,
existing or proposed, between the proprietor and
t he pr oposed regi stered user, i ncl udi ng
particulars showing the degree of control by the
proprietor over the permitted use which their

relationship will confer and whether it is a term
of their relationship that the proposed registered
user shall be the sole registered user or that

there shall be any other restriction as to persons
for whose regi stration - as regi stered users
application may be nade;

(b) stating the goods in respect ~of which
registration is proposed;

(c) stating the conditions or restrictions, if
any, proposed wth respect to the characteristics
of the GOODS to the node or place of permtted
use, or to any another matter;

(d) stating whether the permitted use is to be for
a period or without Iimt of period, and, if for a
period, the duration thereof; and

(iii) such further docunents or other evidence as
may be required by the Registrar or as- may be
prescri bed.

(2) Wen the requirements of sub-section (1) have
been conplied with to his satisfaction, the
Regi strar shall forward the application together
with his report and all the rel evant docunents to
the Central Government.

(3) On receipt of an application under sub-section
(2), The Central Governnment, having regard to al
the circunstances of the case and to the interests
of the general public, and the devel opnment of any
i ndustry, trade or commerce in India, nmay direct
the Registrar

(a) to refuse the application; or
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(b) to accept application either absolutely or
subject to any conditions, restrictions or
l[imtations which the Central Governnent may think
proper to inpose

Provi ded that no direction for refusing the
application or for its acceptance conditionally
shall be nmde unless the applicant has been given
an opportunity of being heard.

(4) The Registrar shall dispose of the application
in accordance with the directions issued by the
Central CGovernnment sub-section (3).

(5) The Central CGovernnent and the Registrar
shall, if so requested by the applicant, take
steps for securing that information given for the
purpose of _an application wunder this section
(other than matters entered in the register) is
not disclosed to rivals in trade.

(6) The Registrar shall issue notice in the
prescri bed manner of the registration of a person
as a registered user, to ocher registered users of
the trade mark, if any-.

As we have seen, before a person can be registered as a
regi stered user of a registered trade mark, the registered
user’s agreenment between the parties is to conply with the
conditions laid down in the Rules for preventing trafficking
in trade marks. section 133 confers wupon the Centra
Governnment, by notification published in THE Oficia
Gazette and subject to t he condi tion of previ ous
publication" the power to nake rules to carry out the
purposes of the 1958 At. Under ~ section 134, all rules so
nmade are to be laid for not less than thirty days before
each house of Parlianment as soon as may be after they are
nmade and are to be subject to such  nodification as
Parliament may make in the session-in which they are so laid
or the session i mediately
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following In exercise of this power the Central Covernnent
has nmade the Trade and Merchandise Mrks Rules, /1959.
Chapter V of these Rules consisting of Rules 82 'to 93
relates to registered users. Under Rule 82, an application
for registering a person as a register user is to-be nmade in
Form TM 28 jointly by the proposed registered user and the
regi stered proprietor of the trade nmark and is to be
acconpani ed inter alia by the agreenent in witing or a duly
aut henticated copy thereof entered into between t he
regi stered proprietor and the proposed registered user with
respect to the permtted use of the trade nmark. Rule 85 is
inthe following ternms :

85. Consideration by the Central Governnent.-

The Central CGovernment, on recei pt of an
application for registration as registered user
forwarded to it by the Registrar under sub-section
(2) of section 49, shall, if satisfied that the
application and the acconpanyi ng docunents conply
with the provisions of the Act and the rules,
consi der whether the APPLIED cation should be
al l owed having regard to the matters specified in
sub-section (3) of that section, and in doing so
may take into account all or any of the follow ng
matters ;-

(1) whether the permitted use if allowed would
contravene the policy of the Act which is to
prevent trafficking in trade marks;

(2) whether the regi stered propri et or has
regi stered the trade mark wi thout any bona fide
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intention to use it inrelation to his goods in
the course of trade or solely or mainly for the
purpose of permtting others to use it wunder
agreements for registered user; and

(3) whether the registered proprietor has acquired
title to the trade mark by assignnent wi thout any
bona fide intention to wuse it inrelation to his
goods in the course of trade or solely or mainly
for the purpose of pernitting others to use it
under agreements for registered user

Expl anation I. - For considering the bona fides of the
registration of the trade mark under clause (2) regard shal
be h had inter alia to -

305
(a) whether the goods for which the trade marks is
registered are simlar to or are different from
the goods in which +the registered proprietor has
been tradi ng or dealing before the registration or
t he mark;
(b) whether the registered proprietor has ever
used the mark in-question in relation to his goods
in the course of trade before the date or the
agreement for registered user, and if so, the
amount and duration of such user
(c) whether the terns as to royalty and other
remunerati on payable by the proposed registered
user and reasonable taking into account the
expenses which the registered proprietor is likely
to incur i exercising over the permtted use.
Expl anation Il. - For Considering the bona fides of
the I acquisition of title under clause (3) regard shall be
had, besides the natters SEL out in Explanation 1| to the
following further nmatter, nanely, whether the registered
proprietor has obtai ned assi gnment of other registered trade
mark and if o, whether he ha dealt with such other nmarks by
way of assignnent or registered user.
Three grounds were taken in the First Respondents
Application for Rectification. It will facilitate an
understandi ng of the controversy between the parties if we
were to reproduce these grounds. They are
(i) ' That the said trade mark ’'DRISTAN is
deceptively and confusingly simlarity the mark
"Bl STAN Registered under No 122391 in class 5
(advertised in T.M Journal No. 47) in the nane of
Messrs Prof. Gajjar’s Standard- Chemi cal ~Works
Ltd., of Bonbay. The said trade nmark ' BI STAN has
been used and is bei ng used by its said
proprietors in respect of t heir medi ci na
preparation since several years pat.
(ii) That the Registered Proprietor on the said
trade mark ' DRI STAN  al | eged in the said
opposition No. Bom 76 that the said trade nmark
" DRUSTAN is deceptively simlarity the said trade
mark ' TRI STINE which the
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Applicants have |awfully been using since COctober
1960 in respect of their medicinal preparation
(iii) That there has been no bonafide use of the
said trade mark 'DRISTAN in India in relation to
the goods for which it is registered by any
proprietor thereof for the tine being upto date
one nonth before the date of this application

The second ground mentioned above was taken in order make

out that the First Respondent was a person aggrieved for the

purposes of section 46 and 56(2) of the 195 Act. The
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Appel | ant had contested this position but this particular
controversy does not survive for it is no nore in dispute
that the First Respondent was person aggrieved.
The submission set out in the said Application for
Rectification in support of the above three grounds were
substituted by fresh subm ssions by an anmendnent as
nmentioned earlier. These subm ssions define the scope of the
controversy between the parties. The submi ssi ons SO
substituted were
(i) That the said trade nmark ’'DRI STAN was not
di stinctive mark and nor was not regenerable trade
mark under Sec.6 of the Trade marks Act, 1940
(corresponding to Section 9 of Act No. 40 of
1958), except upon evidence of its distinctiveness
and no such evidence was submitted to the
Regi strar before registration
(ii) That the said +trade mark was registered in
contraventi on of Section 8 of the Trade Marks Act,
1940 (corresponding to Section 11 of the present
Act, of 1958).
(iii) That the said trade mark of fends agai nst the
provi sions of Section 11 of the Act.
(iv) That the said trade mark ’'DRISTAN is not
di stinctive of the goods of the registered
proprietors.
(v) That the said trade mark ’'DRI STAN was
regi stered without any bonafide intention on the
part of ‘the Applicants for registration that it
shoul d be used in
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relation to their nmedici nal preparation for
synptomatic treatnent of respiratory ailnments by
themand that there has, in fact, been' no bona
fide use in India of the said trade mark ' DRI STAN
in relation to the said goods by the said
proprietors upto a date one nonth before the date
of this application

Al the above subm ssions were rejected by the
Registrar. In coming to the conclusion that the Appell ant
had the bona fide intention to use the trade mark ' DRl STAN
the Registrar relied upon the decision of Lloyd-Jacob, J.,
in the case of ’'BOSTITCH Trade Mark, (1963) R P.C. 183.
Accordingly, the Registrar dismssed the said Rectification
Application. During the course of the proceedi ngs, a carton
of 'DRISTAN tablets was filed along with an affidavit made
on behalf of the First Respondent. The | egend upon the said
carton read as follows :

MADE I N I NDI A BY ; GEOFFREY MANNERS & CO. LI M TED,
Magnet House, Doughall Road, Bonbay for/  the
Proprietors Witehall Laboratories, New York
NY, USA"
The Registrar held that Witehall Laboratories was not a
separate legal entity and, therefore, the mark coul d not be
registered in its name but only in the nane of the Appellant
of which it formed a par and accordingly the Registrar
ordered the entry in the Register relating to the Trade Mark
"DRI STAN to be wvaried by anendi ng t he regi stered
proprietor’s nane to read as ’'Anerican Hone Products
Corporation ( a corporation organi sed under the | aws of the
State of Delaware, United States of America) trading as
Wi tehal |l Laboratories . In the appeal filed by the First
Respondent against the order of the Registrar the |earned
single Judge held that at the date of the nmaking of the
application for registration the Appellant did not have a
bona fide intention to use the trade mark ’'DRISTAN, by
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itself. In comng to this conclusion the learned Single
Judge relied upon the decision of the word of Trade in
England in the case of 'PUSSY GALORE Trade Mark, (1967)
R P.C. 265, 1954 (hereinafter referred to as the Shavaksha
Conmittee Report ), and the Report of M. Justice Rajagopal a
Ayyangar on Trade Marks Law Revision, 1955 (hereinafter
referred to as the Ayyangar Report ). The |learned Single
Judge further held that the Appellant had not at any tine
used the said trade mark in relation to the goods in respect
of which it was registered. According to the |earned Single
Judge, the |legal fiction created by section 48(2) of the
1958 Act cane
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into play only after a trade mark was regi stered and that an
intention to use a trade mark through someone who would
subsequently get hinself registered as a registered user did
not anpbunt to an intention on the part of the applicant for
registration to use the trade mark hinmself. The |earned
Singl e Judge held “that to accept the Appellant’s said
contention woul d anmount to permitting traffic hang in trade
marks. In-view of the conclusion he had reached, the |earned
Singl e Judge did not decide the question whether trade mark
"DRI STAN was deceptively and confusingly simlar to the
trade mark ' BISTAN'. The |I|earned Single Judge accordingly
allowed the said appeal. |In further appeal the D vision
Bench rejected the contention that the trade mark ' DRI STAN
was deceptively and confusingly simlar to- the trade mark
"BISTAN . It, however, confirmed the judgnent of the |earned
Single Judge in respect of the  construction which he had
pl aced upon section 18 and 48 of the 195 Act in order to
cone to the conclusion that the Appellant had no bona fide
intention to wuse itself the trade mark 'DRI'STAN and that
the Appellant had not at any tinme made use of the said trade
mark. It accordingly dismissed the Appellant’s | further
appeal . The main judgment of the division each was delivered
by S. K Mikherjee, J., with whom A-K. Mikherjee, J., agreed
and at the conclusion of his judgment S.K Mikherjee, J.,
poi nted out the hardship which the construction placed by
the Division Bench upon section 18 and 48 of the 1958 Act
woul d | ead to. These observations are (at page 143)
"It is neither good sense nor good policy to be
plus royaliste que le roi, to be nore of a
royalist than the king hinself. A legal situation
which permits wuse of a registered trade mark by a
regi stered user but disqualifies. the  proprietor
fromregistering his mark if he intends to use it
only through a registered user even when a user is
avail abl e who is ready and wlling to be
regi stered on terns which are unexceptionable, is
a situation fraught with three-quarters irony and
the rest unconsci ous hunour
It is not for the Courts of Law to provide relief
where relief should be provided by the |egislature
by ignoring a conscious departure the statute has
made, strain its construction and assune powers
which ore properly belong to the legislature.™
(Enphasi s supplied.)
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proper construction of the relevant sections of the 1958 Act
shows that there is neither any cause for sardonic merrinent
nor any need to shed tears.
The submi ssions nade at the hearing of this Appeal by
M. F.S. Nariman, |earned counsel for the Appellant, nmay be
thus summari zed
1. The Ileal fiction created by sub-section (2) of
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section 48 is, as expressly stated in that sub-section, for
the purposes of section 46 or for any other purpose for
which such wuse is material under the 195 Act or any other
law. To confine this fiction to a case of an actual use of a
trade mark by a registered user is to confine it only to use
for the purposes of clause (b) of section 46(1) which is
contrary to the purpose for which the said fiction Ws
created and, therefore, when section 1(1) of the 15 Act
(corresponding to section 14(1 of the 1940 Act) wuses the
words proposed to be wused", these words must be read as
proposed to be used by a proposed registered user

2. To register a trade mark which is proposed to be
used by a registered user does not per se amunt to
trafficking in trade marks and whether it doe so or not nust
depend upon the facts and circunstances of each case.

3. The reliance placed by the Hi gh Court, both by the
| earned single Judge and Division Bench upon the ' PUSSY
GALORE  Trade Mark Case was unjustified and unwarranted
i nasmuch as the provisions of the English Act, nanely, the
Trade Marks Act, 1938, are radically different fromthose of
the 1958 Act as also the 194 Act an, therefore, that case
has no rel evance so far -as the construction of section 18(1)
read with section 48(2) of the 1958 Act is concerned.

4. The reliance placed by the H gh Court (both by the
| earned single Judge and the Division Bench wupon the
Shavaksha Conmittee /Report and the Ayyangar Report was
equal ly m splaced as Parlianent did not accept the
recomendati ons with' respect to registered users nade in
ei ther of these reports.

5. The facts and circunstances of the case show that
the appellant had at the date of the naking of the
application for registration a bona fide intention to use
the trade mark ' DRI STAN through a registered user
310

6. In any event, the Appellant “itself had nmade bona
fide use of the said trade mark up to a date one nonth
before the date of the First Respondent’s Application for
Rectification.

The submi ssions nade by Dr.  Guri Shankar, |earned
Counsel for the First Respondent, were-as follows :

1. The words proposed to be used" in section 18(1) of
the 1958 Act and section 14(1) of the 1940 Act nean proposed
to be wused by the applicant for registration, his servants
and agents and not by any person who is proposed to be got
registered as a registered user and, therefore, thelega
fiction enacted in section 48(2) cannot be inported into
section 18(1).

2. A registered user can only come into being after a
trade mark is registered. Therefore, as at the date of an
application for registration of a trade nmark, there cannot
be any person in existence who is a registered user, the
words "proposed to be used" cannot possibly nmean proposed to
be used by a proposed registered user

3. To permt a trade mark to be registered when the
applicant hinself does not propose to use it but proposes to
use it through soneone else who would subsequently be
regi stered as a registered user would be to permt
trafficking in trade marks which is contrary to the policy
underlying the Trade Marks | aws.

4. The only case in which the 1958 Act pernmits the
registration of a trade mark when the applicant for
registration does not intend to use it hinself but intends
to use in through another is the one set out in section 45,
nanely, where the Registrar is satisfied that a conpany is
about to be formed and registered under the Conpani es Act,
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1956, and the applicant intends to assign the trade mark to
that conmpany with a view to the use thereof by the Conpany.

5. The 1958 Act is, as the 1940 Act was, based upon the
English Trade Marks Act , 1938, and the decision in the
"PUSSY GALORE' Trade Mark Case concl udes this point against
the Appell ant.

6. The Shavaksha Conmittee Report and the Ayyangar
Report show the legislative intent not to allow a proposed
use by a proposed registered user to be equated wth a
proposed use by the u applicant for registration
311

7. The Appellant had not at any relevant time made use
of the trade mark ' DRI STAN

8. The Appellant had fradul ently obtained registration
of the trade mark 'DRI'STAN. by stating in the application
for registration that it proposed to use the said trade mark
itself and by not - disclosing the fact that it proposed to
use it through a proposed registered user

9. The trade mark 'DRISTAN was deceptively and
confusingly  simflar to the trade mark ’'BISTAN and,
therefore, it cannot be allowed to renmain on the Regi ster of
Trade MarKks.

10. To allow the trade mark 'DRI STAN to remain on the
Regi ster of Trade Marks ~ would be contrary to the policy of
the Government of India.

W will no test the correctness of these riva
submi ssi ons.

The first Respondent’s Application for Rectification
was stated to be nade under section 46 and 56 of the 1958
Act and Rule 94 of the Trade and Merchandise Marks Rul es,
1959. Rule 94 is irrelevant because it nerely prescribes in
which form an application for rectification of —or for
varying or expunging any entry in the Register of. Trade
Marks is to be nmade and by what ~docunments such an
application is to be acconpanied. Under section 56 an entry
wongly remaining on the Register of Trade Marks is liable
to be expunged therefrom An entry relating to a mark the
use of which would be |ikely to deceive or cause confusion
woul d be an entry wongly remaining on the Register and,
therefore, liable to be expunged therefrom

The principal challenge of the First Respondent to the
trade mark ’'DRISTAN remaining on the Register was under
clause (a) of section 46(1). The main question before us,
therefore, is whether the entry in the Register relating to
the said trade mark falls within the mschief of the said
clause (a); for if it does, it is liable to be taken off the
Regi ster. The rel evant provisions of section 46 have already
been set out above. Before a person can made an application
under section 46(1) to take off a trade mark from the
Register he has to be a "person aggrieved'. It i's now no
nore disputed that the First Respondent was a "person
aggrieved" within the nmeaning of section 46(1). Section
46(1) provides for two cases in which a registered trade
mark may be taken off the Register in respect of any of the
goods in respect of which it is
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registered. The first case is set out in clause (a of
section 4(1) and the second in clause (b of that sub-
section. There are two conditions to be satisfied before
cl ause (a) can becone applicable. These conditions are

1. that the trade mark was regi stered without any bona
fide intention on the applicant for registration that it
shoul d be used in relation to those good ‘by him and

2. that there has, in fact, been no bona fide use of
that trade mark in relation to those good by any proprietor
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thereof or the tine being to a date one nonth before the
date of the application under section 46(1)

The only exception to the first condition set out above
is of a case to which the provisions of section 45 apply,
that is, if the trade mark of which registration is sought
is proposed to be wused by a conpany which is about to be
fornmed and registered under the Conpanies Act, 1956, and to
which the applicant intends t() assign the trade nark. Both
the conditions set out in clause (a) are cumul ative and not
di sjunctive. Clause (a), therefore, wll not apply where
even though there had been no bona fide intention on the
part of the applicant for registration to use the trade mark
but, in fact, there has been a bona fide use of the trade
mark in relation to those goods by any proprietor thereof
for the time being up to a date one nonth before the date of
the application wunder section 46(1). Similarly, clause (a)
will not apply where, though there had been a bona fide
intention.on the part  of the applicant for registration-to
use the trade mark, in fact, there has been no bona fide use
of the trade nmark in relation to those goods by any
proprietor _thereof for thetinme being up to a date one nonth
before the date of the application under section 46(1).

Clause (b) of -section 46(1) applies where for a
continuous period of five years or longer fromthe date of
the registration of the trade mark, there has been no bona
fide use thereof in relation to those goods in respect of
which it is registered by any proprietor thereof for the
time being. An exception to clause (b) is created by section
46(3). Under section 46(3), the non-use of a trade mark,
which is shown to have been due to special circunstances in
the trade and not to any intention to abandon or not to use
the trade nmark in relation to the goods to which the

application under section 46(1) relates, will not anpunt to
non-use for the purpose of clause (b).
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The distinction between clause (a) and clause (b) is
that if the period specified iniclause (b) has el apsed and
during that A period there has been no bona fide use of the
trade mark, the fact that the registered proprietor had a
bona fide intention to use the trade mark at the date of the
application for registration becomes inmmaterial and the
trade mark is liable o be rembved fromthe Register unless
his case falls under section 46(3), while under clause (a)
where there had been a bona fide intention to use the trade
mark in respect of which registration was sought,  merely
because the trade mark had not been used for a period
shorter than five years fromthe date of its registration
will not entitle any person to have that trade nmark taken
of f the Register-

Under both these clauses the burden of proving that the
facts which bring into play clause (a) or clause (b), as the
case may be, exists is on the person who seeks to have the
trade mark renmpved fromthe Register. Thus, where there has
been a non-user of the trade mark for a continuous period of
five years and the application for taking off the trade mark
fromthe Register has been filed one nonth after the expire
of such period. the person seeking to have the trade nmark
renoved from the Register has only to prove such continuous
non-user and has not to prove the lack of a bona fide
intention on the part of the registered proprietor to use
the trade mark at the date of the application for
regi stration. Wiere, however, the non-user is for a period
of less than five years, the person seeking to renove the
trade mark fromthe Register has not only to prove non-user
for the requisite period but has also to prove that the
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applicant for registration of the trade mark had no bona
fide intention to use the trade mark when the application
for registration was nade.

The reason why the two conditions specified in clause
(a) are made curmulative is obvious. As the definition of
trade mark" contained in clause (v) of section 2(1) shows, a
trade mark is a mark used or proposed to be used in relation
to goods for the purpose of indicating or so as to indicate
a connection in the course of trade between the goods and
some person having the right to wuse the mark. It is,
therefore, not necessary for the purpose of registering a
trade mark that those goods should be in existence at the
date of the application for registration. A person who
intends to manufacture goods or has nade preparations for
the manufacture of goods 'but the manufacture has not
conmenced and, therefore, goods have not been marketed is
none the less entitled to get- the trade mark which the
proposes to use
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inrelation to those goods registered. 1In the present day
worl d of conmerce and industry, a manufacturing industry can
neither be comenced nor established overnight. There are
i nnurrer abl e preparatory steps required to be taken and
formalities to be conplied wth before the manufacture of
goods can start and the manufactured goods marketed. The
processes nust of necessity take tine. 1f the position were
that the nmere non-user of a trade mark for the period
mentioned in clause (a) of section 46(1) would rmake a trade
mark liable to be taken off the Register it would result in
great hardship and cause a | arge nunmber of trade marks to be
renoved from the Register, because the npbnent one nonth has
el apsed after the registration of a trade mark ‘has been
ordered, a trade rival can make an application on the ground
set out in clause (a) of section 461 clainming that there has
been no bona fide wuse of the trade mark up to a date one
nonth before the date of his application. It is in order to
prevent such harassnent and absured result that /'the two
conditions specified in clause (a) have been nade
cumul ative

The object wunderlying section 46(1) is to prevent
trafficking in trade marks. This is,  in fact, -the object
underlying all trade mark laws. A trade mark is neant to
di stingui sh the goods nmade by one person fromthose made by
another. A trade mark, therefore, cannot exist in vacuo. It
can only exist in connection with the goods inrelation to
which it is used or intended to be used. Its object is to
indicate a connection in the course of trade between the
goods and some person having the right to use the nark
either with or without any indication of the identity of
that person. Cause (v) of section 2(1) which defines the
expression 'trade nmark’ makes this abundantly clear. Trade
mar ks becane inportant after the Industrial Revolution a
di stingui sh goods made by one person fromthose made by
another; and soon the need was felt to protect traders
agai nst those who were unauthorizedly using their nmarks and
accordingly registration of trade marks was introduced in
Engl and by the Trade Marks Registration Act, 1875, which was
soon replaced by nore detailed and advanced |egislation
Wen a person gets his trade nark registered, he acquires
val uabl e rights by reason of such registration. Registration
of his trade mark gives himthe exclusive right to the use
of the trade mark in connection with the goods in respect of
which it is registered and if there is any invasion of this
right by any other person using a mark which is the sane or
deceptively simlar to his trade mark, he can protect his
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trade mark by an action for infringenment in which he can
obtain injunction, danmages or an account of profits nade
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by the other person. In such an action, the registration of
atrade mark is prinma facie evidence of its validity. After
the expiry of seven years fromthe date of the registration
atrade mark is to be wvalid in all respects except in the
three cases set out in section 3. The proprietor of an
unregi stered trade mark whose mark i s unauthorisedly used by
anot her cannot, however, sue for the infringenent of such
trade mark. His only remedy lies in bringing a passing-off

action, an i nconveni ent remedy as conpar ed to an
i nfringement action. |Ina passing-off action the plaintiff
will have to prove that his mark has by user acquired such

reputation as to becone- distinctive of the plaintiff’s goods
so that if it is used inrelation to any goods of the kind
dealt with by the plaintiff, it wll be understood by the
trade ~and public as nmeaning that the goods are the
plaintiff’s goods. ~In an infringenent action, the plaintiff
is not ‘required to prove the reputation of his mark.
Further, under— section 37 a registered mark is assignable
and transmissible either with or w thout goodw |l of the
busi ness concerned while under section 38 an unregistered
trade mark is not assignable or transm ssible except in the
three cases set out in'section 3(2).
As the registration of a trade mark confers such
val uabl e rights wupon the registered proprietor thereof, a
person cannot be pernitted to register a trade mark when he
has not wused it in relation o the goods in respect of which
it is sought to be registered or does not intend to use it
inrelation to such goods. The reason for not permtting
such trade marks to be registered was thus stated by Roner,
J., in Inre the Registered Trade-Mirks of John Batt Co.
and In re Carter’s Application for a Trade-Mark:, (1898) 2
Ch. D. 432, 436, S.C. 15 R P.C. 262, 266.
" ...one cannot help seeing the evils that may
result from allow ng trade-marks to be registered
broadcast, if | may use the expression, /'there
being no real intention of using them or only an
intention possibly of using themin respect of a
few articles. The inconvenience it occasions, the
cost it occasions, is very |arge, and beyond that
I cannot help seeing that it would lead in of
cases to absol ute oppression, and to persons using
the position they have obtained as  registered
owners of trade marks (which are not really bona
fide trade marks) for the purpose of trafficking
in then and using the as a weapon to obtain noney
from subsequent persons who nmy want to use bona
fide trade nmarks in respect of sone classes in
respect of which they find those bogus trade-marks
regi stered.
(Enphasi s suppl i ed)
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The judgrment of Roner, J., in Batts case was confirned by
the Court of Appeal, (1898)2 ch.D. 432 at pages 439-442, and
by the house of Lords sub nom nee John Batt & co.v. dunnett
and Anr. (1986) A.C 420; S.C. 16 RP.C. 411
To get a trade nark regi stered Wthout any intention to
use it in relation to any Gods but nerely to make noney out
of it by selling to others the right to use it would be
trafficking in that trade mar. In Re Anerican G eetings Cor
Application, [1983] 2 ALLEY. ALL E. K 609, 619, Dllon, L.
J., said in the Court of Appea
"Trafficking in a trade mark has fromthe outset
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been one of the cardinal sins of trade mark | aw.
but there is no statutory definition of
trafficking, and one may suspect that, as wth
usury in the mddle Ages, though it is known

to be a deadly sin, it has becone |ess and |ess
clear, as econom c circunstances have devel oped,

what the sin actually conprehends.
Traf ficki ng nust i nvol ve trading in or dealing
with the trade mark for nobney’s worth, but it is
not all dealing with a trade mark or noney that is
obj ectionable,, since it has al ways been accepted
that it is permssible o sell trade nmark together
with the goodwi ||l of the business in the course of

whi ch the trade Mark has teen used.
(Enphasi se supplied.)
n the same case, Lord Brightman in the house of Lords,
1984] 1 Al E K . 426,433, sunmed up the position in |aw
hus:

———

" My Lords, although- as a matter of ordinary
English, trafficking in trade marks m ght nean the
buying and selling of trade narks, it seens
obvious that it is~ to have a nore specialised
meaning in a trade mark context. | have no quarre

with the -definitions suggested by the assistant
registrar and by Sir Denys Buckley, but perhaps
one further attenpt on vy part nay not be out of
pl ace. The courts have to grope for sone neans of
delineating the forbidden territory, and h
di fferent nobdes of expression may help to indicate
boundari es which are not and cannot be marked out
with absolute precision. To my mnd, trafficking
in a trade
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mark context conveys the notion dealing in a
trade mark primarily as, commpbdity in its won
right and not primarily for the pur pose of
i ndentifying or pronoting nerchandise in which the
proprietor of the nark is interested. if tiler is
no real trade connection between the proprietor of

the mark and the |I|icensee or his goods, there is
roomfor the conclusion that the grant of the
licence is a trafficking in the—ark. It is a

guestion of fact and degree in ever case whether a
sufficient trade connection exists.
We have no hesitation in accepting the neaning given to the
expression trafficking in a trade Dillon, LJ., -and Lord
Bri ght man.

The intention to wuse a trade nmark sought to be
regi stered nust be, therefore, genuine and real and as
pointed out by J Tomlin, J., in In re ducker’'s Trade mark
(1928) Ch. L 405, 409, the fact that the mark- was as
t hought to be sonething which sone day m ght be useful would
not anobunt to any definite and precise intention at the time
of registration to use that mark. The intention to use the
mark nust exist at the date of the application for
registration and such intention nust be genuine and bona
fide. In fact, section 46(1)(a) expressly speaks of "bona
fide intention on the part of the application for
registration which would nean "at the date when such
appl i cant makes his application for registration

W will now address ourselves to the question whether
the facts which bring into play clause (a) of section 46(1)
exist in the present case. Wiat is first required to be
ascertained for this purpose is whether the Appellant had an
intention that the trade mark 'DRI STAN should be used in
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Indiain relation to the concerned goods. Assunming the
Appel l ant had such an intention, the next question which
will fall to be determined is whether this intention was an
intention on the part of the Appellant to use the said
trade mark itself or to use it through a registered user and
if he intention was to use it through a registered user
whet her clause (a) of section 46(1) would be attracted. The
third question will be whether such intention on the part of
the Appellant was a bona fide one.

Intention is a state of mnd. No person can nake out
the state of mnd of another person. None the |less courts
are often
318
cal l ed upon for various purposes to deternine the state of a
person’s mnd. The Courts can only do so by deducting the
exi stence of a particular state of mind fromthe facts of a
case section 14 of ‘the Indi an Evidence Act, 187, provides as
fol | ows:

"14.  Facts Showi ng exi stence of state of mind, or
of body or bodily feeling.-
Facts showing the existence of any state of mnd,
such as i ntention, knowl edge, good faith,
negl i gence, ~ rashness, il -will or good-wi | |
towards any particular person, or showing the
exi stence of ~ any state of body or bodily feeling,
are rel evant, when the existence of any such state
of mind or body or bodily feeling is in issue or
rel evant.
Expl anation 1. A fact  relevant as' 'showing the
exi stence of ~a relevant state of ~ m nd nust show
that the state of mnd exists, not generally, but
in reference to the particular matter in question
X X X X
The second Explanation to that section’is not naterial for
out purpose .

It was submitted by Dr. CGauri Shankar, |earned Counse
for the First Respondent, that in order to ascertain what
the Appellant’s intention was,.  the Court can only | ook at
events previous to the relevant date, nanely, the date of
the application for registration made by the Appellant, that
is, August 18, 1958, and not to any events -subsequent
thereto. Wether subsequent events are relevant or not would
depend upon the facts and circunstances of each case and the
guestion at issue therein. |In Srinivas Mall Bariroliyaand
Anr. v. Enperor, Al.. 1947 P.C. 135, Appellant No. 1, a
Salt Agent for the District Magistrate, was inter alia
charged with having abetted Appellant No.2, who had been
appointed by him in selling salt to licensed retail dealers
to whom allocations of specific quantities of salt had been
nmade by the Central Governnent, on three specified dates at
a price exceeding the maxi mum price whi ch had been fixed by
the District Magistrate. Appellant No.1l was convicted and
sentenced to inprisonment under Rule 81(4) of the Defence of
India Rules, 1939, relating to the control of prices. In
addition to the evidence of the three dealers to whom
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the salt was sold, nine other dealers who had bought salt
fromappellant No.1 and had to deal with Appellant No.2 and
had obtained salt from himat a price exceeding the fixed
maxi mum price, were also called in evidence as prosecution
wi tnesses. The transactions with the other nine deal ers took
pl ace not only during and shortly before the dates on which
the offences were committed but also after the period
covered by the dates of the offences. The Judicial Comittee
of the Privy Council held (at page 139
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"... The wevidence was relevant to the charge of
abettin, because it showed an intention to aid
the commission of the offence and an intentiona
omssion to put a stopto an illegal practice,
which, it need hardly be added, was an 'illega
om ssion’. The evidence was thus admssible to
prove intention under s. 14 Evidence Act.’
(Enphasi s supplied.)
Dr. Gauri Shankar then subnmitted that in any event
facts subsequent to the date of the First Respondent’s
Application for Rectification, nanely, April 1, 1961, could
not be |ooked at by the Court. W are equally wunable to
agree. As we nave pointed out wearlier, where a trade nmark
has been registered on the round that the applicant for
regi stration proposes to use such trade mark, a trade riva
in order to cause vexation and harassment to the registered
proprietor can file his~ application imediately after the
expiry of = one nonth fromthe date of the order registering
the trade ' nark. As pointed out by us, where a trade nark is
proposed co- be used, the nanufacture and marketi ng of goods
inrelation to which such trade mark is proposed to be used
SL of necessity case tine; and not to look at events
subsequent to the date of the Application for Rectification
woul d result in great injustice
It was next submtted by Dr. Gauri Shankar that for the
purpose of ascertaining the intention of the Appellant, the
Court cannot |ook at the technical collaboration agreement
and the registered user agreenent -inasnuch as neither these
agreenents nor copies thereof were produced before the High
Court bu copies the were produced for tile first tinme during
the course of the hearing or this Appeal his argunent al so
cannot be accepted. Both these agreenment have been referred

toin theii affidavits filed before the Registrar and the
H gh Court and al so
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dealt with by the Registrar, the 1earned Single Judge and
the Division Bench in their respective judgnents. In this
connection, it wll not be out of place to set out here the
ci rcunst ances in which copies o these agreenents cane not be
produced before this Court. During the courseof the hearing
of the peal, w called upon | earned Counsel for the Appellant
to file before us copies of the application for registration
of the trade mark ‘DRISTAN and the application for
regi stering the Indian Conpany as the registered user of the
said trade nmark. The original file relating to the trade
mark ‘DRI STAN was before the Registrar when he heard the
First Respondent’s Application for Rectification and also
before the H gh Court when the nmatter was heard by the
| earned Single Judge and the Division Bench Copies, however,
of the said two applications were not on the record, and we
wanted to ascertain for ourselves what was stated-in those
applications. At that tine |earned Counsel for the | first
Respondent got up and requested Us that the Appell ant shoul d
al so be asked to produce copies of the said two agreenents
and accordingly we directed the Appellant to file copies of
those two agreenments al so, which it did.

It is because the intention of the Appellant at the
date of filling the application registration is to be
ascertained from the facts existing in this case that we
have related themat some length in the earlier part of our
judgrment. W will now sunmarize these facts with reference
to three periods : (1) events which took place up to the
date of the application for registration, nanely, August 18
1958, (2) events which happened between that date an the
date of he Application for Rectification, namely, April 10,
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1961 and (3) events which happened subsequent to April 10,
1961.

So far a the period up to August 18, 1958 concerned,
prior to 156, the Appellant had acquired a substantia
shareholding to the extent of 40 per cent in the Indian
Conpany. In 1956 the Appellant introduced ' DRI STAN TABLES
inthe Anmerican market and got the trade mark ' DRI STAN
REG STERED i the United States of America and in severa
ot her countries. technical collaboration bet ween t he
Appel | ant and the Indian. Conmpany comenced from Novenber 1,
1957, and an agreement in that behalf was signed on May 16,
1958. In pursuance of the said collaboration agreenent the
I ndi an Conpany manufactured and narketed several products of
the Appellant. The Appellant got registered its trade nmarks
in respect of such products and the |Indian Conpany was
regi stered as the registered user in respect
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of such  trade marks. ~ As early as December 1957, it was
deci ded that the Indian Conpany should introduce in the
I ndi an market nine new products of the Appellant including
"DRI STAN tablets. On August 18, 1958, the Appellant filed
an application for registration of the trade nark ' DRI STAN
and the said trade mark was duly registered on June 8, 1959.

Dr. GQGauri shankar, however, submtted that the
col | aboration agreement was irrelevant because ’'DRI STAN
tablets were not nmentioned in Schedule A to the sai
agreenment, and, therefore, the intention to introduce
"DRISTAN tablets in the Indian market and the facts
relating thereto did not have anything to do with the said
col | aboration agreenment. In this behalf, Dr. Gauri Shankar
relied upon the definition of 'Licensed Products’ given in
the said agreenent. This subnission is wholly  wthout
foundation. That definition related to Witehall Products in
respect of whose mar ket i ng, manufact ure, sale or
distribution in India, the Indian Conpany was to be |icensed
under and pursuant to the terms of the said collaboration
agreement and it further stated that "these shall include
those identified in Schedule Annexed hereto and nade a part
hereto". It is true that Schedule A to the said agreenent
does not nention 'DRI STAN tablets but the products set out
in schedule A are not exhaustive of the Licensed Products to
which the said collaboration agreenment related and this is
nmade clear by the rule of the word ‘‘include’ ™ wth
reference to the products identified in Schedule A There is
no dispute that 'DRISTAN tablets are Witehall Products.
The division of the Appellant, which at all relevant tines

carried on and still carries on t he activity of
manufacturing and marketing pharmaceutical products, is
called the Wiitehall |aboratories and it was for this reason

that the Registrar ordered the entry relating to the trade
mark 'DRISTAN to be amended so as to show the Appellant
trading as "Whitehall Laboratories. The definition of
"Li censed Products” in the said collaboration agreenent
conprehended not only the Witehall Products set out in
Schedule A to the collaboration agreenment but also other
products in respect of which the Indian Conpany would be
licensed for inport, manufacture, sale or distribution in
I ndia under the terns of the said agreenent. The
correspondence between the parties |eaves no doubt that the
manufacture and of the 'DRISTAN tablets by the Indian
Conpany in India was to be under the said collaboration
agreement .
So far as the second period is concerned, nanely, that
bet ween August 18, 1958, and the date of the first
Respondent’ s
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Application for Rectification, that is, April 10, 1961

during that period the Indian Company applied for and
obtained a licence for the purchase of a Stockes Triple
Layer Machine for manufacturing ’'DR STAN tablets and when
the said machine was received installed it at its Chatkopar
factory. It also obtained fromthe Appellant three units of
"DRI STAN tablets as sanples and the nanufacturing manua

for the said tablets. Further, it applied to the Centra

CGovernment under section 11 of the Industries (Devel opnent
and Regul ation) Act, 1551, for a licence to nmanufacture
"DRI STAN tablets which was granted to it. It also applied
for and obtained a licence to inport certain ingredients
used in the nanufacture ' of 'DRISTAN tablets and inported
such ingredients. It further applied for and obtained from
the Director, Drugs Control Admi nistration, State of
Mahar ashtra, perm ssion to manufacture ’'DRI STAN tablets.
The Appellant also filed a notice of opposition to the First
Respondent’s Application for registration of their mark
" TRI STI NE' .

During the third period, nanely, the period subsequent
to the First Respondent’s Application for Rectification
that is, subsequent to April 10, 1961, on Cctober 18, 1961
the said registered user agreenment was entered into between
the Appellant and/'the  Indian Conpany. On Cctober 22, 1961
the 'DRISTAN tablets were first marketed in India by the
I ndi an Conpany. On March 6, 1962, the Appellant and the
I ndi an Conpany jointly made an application to register the
I ndi an Conmpany as a registered user of the trade mark
' DRI STAN

The facts set out —above clearly show that each of the
is an integral link in a chain and that they cannot be
divided into three separate periods as contended by Dr.
Gauri Shankar. This continuous chain of events establishes
beyond doubt that the Appellant had an intention that the
trade mark ' DRI STAN should be used in relation to the
tablets in question by the nanufacture and sale /of these
tablets in India.

This brings us to the question whether the intention of
the Appellant to market and manufacture ' DRI STAN tablets in
India was to do so itself or to do so through a registered
user. M. Nari man, |earned Counsel for —the Appellant
submitted that as the intention of the Appellant was to
market 'DRISTAN tablets in India, it could translate that
intention into action either by getting it nmanufactured and
marketed by a registered wuser in India or as exporting the
tablets to India and if the inport
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policy did not permt this to be done, it could export the
tablets to India when the inport policy was relaxed. This
argunent is contrary to the facts on the record and nust be
rejected. A person's intention is shown by the facts of a
case and not by statenments made at the Bar. The facts of
this case clearly establish that the Appellant’s intention
in applying for registration of the trade mark ' DRI STAN was
touse it in relation to goods to be manufactured and
mar ket ed by the Indian Conpany and that for this purpose the
I ndi an Company woul d get itself registered as the registered
user of the said trade mark. Further, in the affidavit sworn
on April 13, 1962, by S. Waldron, Vice-President of the
Appellant, it is categorically stated as follows :

"I't was intended that the product bearing the
' DRI STAN  trade mark be introduced in India
t hrough CGeoffrey Manners & Co. Ltd. should be
registered as registered user in India of the
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trade mark "DRI STAN . For this reason al
applications to Governnent authorities and Drug
Control authorities were nmade by Geoffrey Manners
& Co. Ltd. In inplenentation of the intention to
appoi nt Geoffrey Manners & Co. Ltd. as registered
users of the trade mark 'DRISTAN, preparations
were undertaken to appoint Geoffrey Manners & Co.
Ltd. as registered users and these culmnated into
execution of registered user agreenment between the
Regi stered Proprietors and CGeoffrey Manners & Co.
Ltd. which has been dated the 18th Cctober,
1961"" .
In view of this sworn statenent nmade on behalf of the
Appellant it is not open to Counsel to subnmit that the
proposed use by the Appellant could also have been by
exporting ' DRI STAN tablets to India.

The Appellant’s application for registration of the
trade mark ’'DRI'STAN -was made under section 14(1) of the
1940 Act 'and was registered under that Act. Under the said
section 14(1), only a person claiming to be the proprietor
of a trade mark "use or ~proposed to be used by hinm could
apply for registration of that trade mark. The provisions of
section 18(1) of the 1958 Act are identical. This brings us
to the crucial question  whether the words "proposed to be
used by him would include "proposed to be used through a
regi stered proprietor". In other words, the question is
whet her a proposed user by a registered user of a trade mark
can be equated with a proposed user by the proprietor of the
trade mark.

324

On behalf of the Appellant it was submitted by M.
Nari man that the two phrases "proposed to be used by hinf
ant "proposed to be wused by a registered user" nust be
equated by reason of the statutory legal fiction created by
section 48(2) of the 1958 Act which corresponds to section
39(2) of the 1940 Act. According to M. Nariman, unless the
legal fiction enacted in section 48(2) applied also to the
provi sions of section 18(1), it would have a very limted
operation and can apply only so far as the second condition
of clause (a) of section 46(1) and clause (b) of that sub-
section are concerned, which, according to him would render
nugatory the words "or for any other purpose for which such
use is material under this Act or any other |aw' occurring
in section 48(2).

Dr. Gauri Shankar on behalf of the First Respondent,
however submitted that both under the 1940 Act and the 1958
Act a registered user is not the same person as the
proprietor of a registered trade mark for a registered user
can only be sone person other than the proprietor of the
trade mark and that no registered user can cone into being
unless and wuntil a trade mark has been registered and
thereafter an application for registration as the registered
user thereof has been made and granted. He al so submitted
that the legal fiction enacted in section 48(2) of the 1958
Act and section 39(2) of the 1940 Act cannot for this reason
apply to the provisions of section 18(1) or to the first
condition of <clause (a) of section 46(1) of the 1958 Act
and, therefore, the Appellant was not entitled to seek the
protection of the said |legal fiction. According to Dr. Gauri
Shankar, if the proprietor of a trade mark intended to use
it through another, he could only do it by having resort to
section 45 of the 1958 Act, which corresponds to section 36
of the 1940 Act, by getting it registered for the purpose of
assigning it to a company to be forned and registered under
the Conpanies Act, 1956. In Dr. Gauri Shankar’s subni ssion
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the only three ways in which, therefore, the trade mark
"DRI STAN could have been wused in India were for the
Appel  ant to have resort to section 45 by floating a conpany
to which, when incorporated, the trade nmark would be
assigned or by manufacturing the tablets 'DRISTAN it self
inlIndia and thereafter by assigning it to the Indian
Conpany or by Jointly applying along with the Indian Conpany
to have the I ndian conpany regi stered as the regi stered user
of the said trade mark

The Appellant’s application for registration of the
trade mark ' DRI STAN was nade under the 1940 Act and its

registration was al so ordered under that Act . The
application for registering
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the I ndian conpany as the registered user was, however, nade
under the 1958 Act. If the 1940 Act did not contain a | ega
fiction simlar tothat enacted in section 48(2) of the 1958
Act, the Appellant’s case would fall to the ground because
then at the date of its application for registration of the
said trade mark, its intenti on would be not to use it itself
but to wuse it-through another. The 1940 Act, however, also
made provisions with respect to registered users and created
a simlar legal fiction in section 39(2) of the Act. Section
39 of the 1940 Act provided as follows :
"39. Regi'stered users.-
(1) A person other that the proprietor of a trade
mark may be registered as a registered user
thereof in. respect of all or any of the goods in
respect of which it is registered (otherw se than
as a defensive trade nmark) and either with or
wi t hout conditions or restrictions.
(2) The permtted use of a trade mark shall be
deened to be use by the proprietor thereof, and
shall be deermed not to be use by a person other
than the proprietor, for any purpose for which
such use is material under this Act or any other
law. "The only difference between section 39(2) of
the 1940 Act and section 48(2) of the 1958 Act is
that while wunder section 39(2) the legal fiction
created by it applies "for any purpose for which
such use is material under this Act or any other
[ aw', under section 48(2) the legal fiction
applies "for the purposes of section 46 or for any
ot her purpose for which such use is material under
this Act or any other law'. The addition of the
words "for the purposes of section 46" in section
48(2) not only does not make any difference but
clarifies the scope of the said legal fiction. As
we have seen, clause (a) of section 46(1) refers
both to "bona fide intention on the part of the
applicant for registration that it (that is, the
trade mark) should be wused in relation to those
goods by hinf as also to "bona fide wuse of the
trade mark in relation to those goods do —any
proprietor thereof for the time being." It cannot
possibly be that when section 48(2) expressly
provides that the pernmitted user of a trade mark
by a registered user is to be deermed to be user by
the proprietor of the trade mark for the purposes
of section 46, the fictionis intended only to
apply to the use of the trade mark
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referred to in the second condition of clause (a) of section
46(1) and not to the use of that trade mark referred to in
the first condition of the said clause (a). Under section
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18(1), an application for registration of a trade nark can
only be nade by a person who clains to be the proprietor of
that trade mark. Therefore, the words "applicant for
registration" in clause (a) O section 46(1) would nmean 'the
person claimng to be the proprietor of the trade mark who
is the applicant for registration of that trade mark". The
first condition of clause (a) would, therefore, read "that
the trade nmark was registered with out any bona fide
intention on the part of the person claimng to be the
proprietor of that trade mark who has nade the application
for registration that it should be used in relation to those
goods by hinf. So read, there can be no difficulty in
reading the words "by him" also as "by a regi stered user".
Simlarly, we see no difficulty in applying the |ega
fiction in section 48(2) to section 18(1). Section Ib(l) in
the light of the said |egal fiction would read Is any person
claimng to be the proprietorrof a trade nmark used or
proposed to be used by him or by a registered user". By
reason of / the provisions of section 39(2) of the 194C Act,
section 14(1) of that Act should also be read in the sane
way .

In celebrated passage Lord Asquith of Bishopstone in
East End Dwellings Co. Ld. v. Finsbury Borough Counci
(1952) A.C. 109, said (at page 132)

" If you'are bidden to treat an inmginary state of

affairs as real, you nust surely, unl ess
prohi bited from doing so,  also imagine as rea
the consequences and incidents which, if the

putative state of affairs had in fact existed,
must invitably have flowed from or acconpanied it.
In the State of Bonbay v. Pandurang Vi nayak Chaphal kar
and Gthers [1953] S.C.R 773, this Court held (at page 132)
whi | e approving the above passage of Lord-Asquith :
"When a statute enacts that something shall be
deenmed to have been done, which in fact and truth
was not done, the <court-is entitled and bound to
ascertain for what purposes and between what
persons the statutory fiction is to be resorted to
and full effect nust be given to the statutory
fiction and it should be carried to its logic
concl usion. "
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The purposes for which the said fiction has been
enacted are set out in section 48(2). These purposes are
the purposes of section 46 or for any other purpose for
which such wuse is material under the 1958 Act or any other
law. To confine the purpose only to a part of section 46
woul d be to substantially cut down the operation of . the
| egal fiction. The purpose for which the legal fictionis to
be resorted to is to deemthe permtted use of a trade mark,
which neans the use of the trade mark by a regi stered user
thereof, to be the use by the proprietor of that trade mark
Having regard to the purposes for which the fiction in
section 48(2) was created and the persons between whomit is
to be resorted to, nanmely, the proprietor of the trade mark
and the registered user thereof, and giving to such fiction
its full effect and carrying it to its |logical conclusion
no other interpretation can be placed upon the relevant
portions of section 18(1) and of clause (a) of section 46(1)
than the one which we have given.
In reaching the conclusion which they did, the |earned
Si ngl e Judge and the Division Bench of the H gh court relied
heavily upon the PUSSY GALORE Trade Mark Case. |In order to
understand what was held in that case it is necessary first
to refer to some of the provisions of the English Trade
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Marks Act, 1938 (1 & 2 Geo. 6, c. 22), as the 1958 Act is
based |l argely upon the provisions of the English Act though
with certain inportant differences. Section 17(1) of the
English Act sets out who can apply for registration of a
trade mark and is in pari materia with section 18(1) of the
1958 Act. Under section 11(4), the refusal by a Registrar to
register the trade mark is subject to appeal to the Board of
Trade or to the court at the option of the applicant. If the
appeal is to the court, there can be further appeal to the
Court of Appeal and fromthere to the House of Lords,
Section 2h provides for renoval of a trade mark fromthe
Register and is in pari materia with section 46 of the 1958
act. Section 32 deals wth rectifying the entries in the
Regi ster and is anal ogous to section 56 of the 1958 Act.
Under section 87 of the Patents, Designs and Trade
Marks Act, 1883 (46 & 47 Vict. <c¢. 57), any registered
proprietor could grant licences to use the mark subject to
any equity. The 1883 Act in so far as it related to trade
mar ks was repeal ed by the Trade marks Act, 1905 (5 Edw. 7 c.
15). The 1905 Act did not, however, contain any power in the
regi stered proprietor to grant 1licences. The English Act of

1938, however, introduced a system of official approval for
licences to use a trade mark
328

Particularly by providing for registering a Person other
than the proprietor of the trade mark as the regi stered user
of the trade mark. It wll be wuseful to set out the
provisions cf the English Act of 1938 relating to registered
users in order to ‘Focus our attention on the differences
between the English Act and the 1958 Act with respect to
regi stered users.
Sub-sections (1), (2) and (4) to  (2) of section 28
provide as follows :
"28. "Registered users. -
(1) Subject to the provisions of this section, a
person other than the proprietor of a trade nark
mark may be registered as a registered user
thereof in respect of —all or any of the goods in
respect of which it is registered (otherw se than
as a defensive trade mark) and either wth or
wi t hout conditions or restrictions.
The use of a trade mark by a registered -user
thereof in relation to goods with which he is
connected in the course of trade and in respect of
which for the time being the trade mark renains
registered and he is registered as a registered
user, being use such as to comply with any
condi tions or restrictions to whi ch hi s
registration is subject, is in this Act referred
to as the "permtted use’ thereof.
(2) The permitted use of a trade mark -shall be
deenmed to be use by the proprietor thereof, and
shall be deemed not to be use by a person other
than the proprietor, for the purpose of section
twenty six of this Act and for any other purposes
for which such use is material under this Act or
at conmon | aw.
(4) Were it is proposed that a person should be
registered as a registered user of a trade mark,
the proprietor and the proposed registered user
nmust apply in witing to the Registrar in the
prescri bed manner and nust furnish him with a
statutory declaration nade by the proprietor, or
by sone person authorised to act on his behal f and
approved by the Registrar-
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(a) giving particulars of the relationship,
exi sting or proposed, between the proprietor and
the proposed

regi stered user, including particulars showi ng the
degree of control by the proprietor over the
permtted use which their relationship will confer
and whether it is aterm of their relationship
that the proposed registered wuser shall be the
sole registered wuser or that there shall be any
other restriction as to persons for whose
registration as registered users application may
be nade;

(b) stating the goods in respect of which
regi stration i's proposed;

(c) stating any . conditions or restrictions
proposed-with “respect to the characteristics of
the goods, to the node or place of permtted use,
or to any other matter, and

(d) stating whether the permitted use is to be for
a period or without limt of period, and if for a
peri od, the duration thereof; and wth such
further docunments, information or evidence as may
be required under the rules or by the Registrar
(5) Wien/ the requirenents of the I|ast foregoing

subsection / have been conpled with, if t he
Regi strar, after consi dering the i nfornmation
furnished ‘to him under ~that sub-section, is

satisfied that in all the circunstances the use of
the trade mark in relation to the proposed goods
or any of them by the proposed registered user
subject to any conditions or restrictions which
the Registrar thinks proper would not be contrary
to the public interest, the Registrar may register
the proposed registered user as a registered user
in respect of the goodsas to which he is so
sati sfied subject as aforesaid.

(6) The Registrar shall refuse an application
under the foregoing provisions of his section if
it appears to him that the grant thereof would
tend to facilitate trafficking in a trade mark.

Sub-section (1) and (2) of section 29 provide as follows :
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"29. Proposed use of trade nark by corporation to
be constituted. etc.

(1) No application for the registration of a trade
mark in respect of any goods shall be refused, nor
shal |l  perm ssion for such regi-stration be
wi thheld, on the ground only that it appears that
the applicant does not use or propose to use the
trade mark,

(a) if the tribunal is satisfied that '‘a body
corporate is about to be constituted, and that the
applicant intends to assign the trade mark to the
corporation with a view to the wuse thereof in
relation to those goods by the corporation; or

(b) if the application is acconpanied by an
application for the registration of a person as a
regi stered user of the trade mark, and the
tribunal is satisfied that the proprietor intends
it to be used by that person in relation to those
goods and the tribunal is also satisfied that
person will be registered as a registered user
thereof imediately after the registration of the
trade mark.
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(2) The provisions of section twenty-six of this
Act shall have effect, in relation to a trade mark
regi stered under the power conferred by the
f oregoi ng sub-section, as if for the reference, in
paragraph (a) t. of sub-section (1) of that
section, to intention on the part of an applicant
for registration that a trade mark shoul d be used
by him there were substituted a reference to
intention on his part that it should be used by
the corporation or registered user concerned."

In the ’'PUSSY GALORE' Trade mark Case a conpany filed
forty-six applications for registering different trade marks
in respect of goods falling under seventeen different
classes. official objection was raised that, owing to the
very |l arge and diverse range of goods covered by the severa
applications, the Registrar was not satisfied that the
appl i cant conpany had itself the necessary intention to use
the marks applied For.” All the marks sought to be registered
related to novels witten by the late lan Flem ng. Thirty-
nine of ‘the said applications related to marks 'Janes Bond
Secret Agent’ —and '007 Secret Agent’, Janmes Bond being the
hero of those novels and '007° being his official code
nunber. The renmaining seven applications were in respect of
the mark ’*PUSSY GALORE. Pussy Galore was a character
featuring in lan Flem ng' s novel 'Godfinger’, being a female
with Jew
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unort hodox nmorals ‘and a nane which would appear to be an
obscene pun in very questionable taste. The Registrar heard
one of the said applications which related to the trade mark
"PUSSY GALORE'. The other relevant facts appear in the
decision of the Registrar. The relevant passage is as
follows (at page 266)

" The mark in suit and the others to which | have
referred all contain references either directly or
indirectly to the well-known fictional character
James Bond and M. Bevan explained that the
appl i cant conpany were closely connected with the
devisor of that <character, the late M. Ilan
Fleming and that his w dow has sone interest in
the company. M. Bevan further explained that at
the time the various applications were filed the
applicants did not propose to use the nmark
t henmsel ves but were filed of the intention to seek
others who would put the mark to use either as
regi stered users or as licensees. The application
was not however accompanied by application to
regi ster users as specified in section 29(1)(b).
M. Bevan stated that it was a. convenient
conmercial practice to operate through regi stered
users but the latter might not be agreeable so to
act Until the mark was registered. He subnitted
that the requirements of the Act as to intention
to use are satisfied in these conditions."”
The Registrar took the viewthat the English Act of 1938
required that, to qualify as an applicant, the proprietor of
the mark nmust either possess the intention to use the mark
hinself at the time of application or have applied under the
conditions of clause (a) or clause (b) of section 25(1). The
Regi strar accordingly refused the application. The applicant
appealed to the Board of Trade and the appeal was heard by
G W Tookey, Esg., QC., who dismssed the appeal’. The
rel evant passages fromthe judgment of the Board of Irade
are as follows (at pages 269 and 27C)
" Having carefully considered t he rel evant
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sections of the Act, I conclude that the
Registrar’s decision is right. In My view, section
17 has the linted nmeaning attributed to it by the
Regi strar. There is no difficulty about the case
of servants and agents, because although various
executive acts may be perforned by them on behal f
of their principal who is the applicant for the
Dark, the use of the mark
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vis-a-vis the public is by the applicant and no
one el se. As regards registered users, when
section 17 was franed by the legislature, the
effect of the introduction into trade mark | aw for
the first tine of registered user provisions nust
have been borne in mnd. It wuld be obvious from
the provisions of section 28, and also fromthe
definition of ~’trade mark’ in section 68, that
actual use of a trade mark m ght be exclusively by
a registered user and not by the proprietor at al
| ‘agree’ with the Registrar that section 28 is
dealing with matters whi ch ari se after
regi stration, and has no such bearing upon the
i nterpretation of section 17 and 29 as the
appl i cants have contended. As above indicated, ny
viewis /that section 29 state the only case in
which an intended use, ex hypothesi not a use by
the applicant, can be regarded  as justifying
di spensation from the requirenents of section 17.
VWhat happens after ~registration calls for
di fferent consideration both as regards the use of
marks in accordance with the provision of the Act
and as regards the consequences of use otherw se
than in accordance with the provision of that
Act . "

In our opinion, the H gh Court was unduly inpressed by
this case and unnecessarily attached great inportance to it.
The High Court justified its reliance upon that /case by
referring to the foll ow ng passage fromthe judgnent of this
Court in The Registrar of Trade Marks v. Ashok chandra
Rakhit Ltd. [1955] 2 S.C.R 252. (at pages 259-60)

"As the law of Trade Marks adopted in our Act
nmerely reproduces the English Lawwth only slight
nodi fications, a reference to the judicia
decisions on the corresponding section of -the
English Act is apposite and nust be helpful .
What the High Court overlooked was that in Ashok Chandra
Rakhit’s Case the section of the 1940 Act which fell for
interpretation was in Pari materia with the corresponding
section of the English Act of 1938 which has been judicially
interpreted by the court in England. As pointed out by this
Court in Forasal v. GOl d Natural Gas Conmi ssion-[1984] 1
S.C.R 526, 549, 567; s.c. (1984) Supp. S.C.C. 263, 280,
295, in the absence of any binding
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authority of an Indian Court on a particular point of law,
English decisions in which judgnents were delivered by
judges held in high repute can be referred to as they are
deci si ons of courts of a country from which Indian
Jurisprudence and a large part of our lawis derived, for
they are authorities of high persuasive value to which the
court may legitimately turn. for assistance; but whether the
rule laid down in any of these cases can be applied by our
courts nust, however, be judged in the context of our own
laws and |egal procedure and the practical realities of
l[itigation in our country.




http://JUDIS.NIC IN SUPREME COURT OF | NDI A

Page 50 of 56

The rel evant provisions relating to registered users in
the English Act and in the 1958 Act are nmaterially
different. The English Act creates two legal fictions. The
first is contained in section 28(2) which relates to the
permtted use of a trade mark. That fiction 18 for the
purpose of section 26 (which corresponds to section 46 of
the 1958 Act) and for any other purpose for which such use
18 material wunder the English Act or at common law. The
second is contained in section 29(2) and relates to
intention on the part of an applicant for registration that
a trade mark should be used by him The second fiction is
for the purposes of paragraph (a) of section 26(1) which
corresponds to clause (a) of section 46(1) of the 1958 Act.
The 1958 Act, however, contains only one fiction. It 18 in
section 48(2), which is inpari materia with section 28(2)
of the English Act. ~In our opinion, the om ssion fromthe
1958 Act of a provision sinmlar-to that contained in section
29(2) of the English Act toes not make any difference if one
were to see the said section 29(2) in its proper setting and
context. The English Act does not  prescribe, just as the
1958 Act ~does not, any period of time fromthe date of
regi stration of a trade nmark within which an application for
regi stering a person as a registered user of that trade mark
shoul d be made. Section 29(1) of the English Act, however,
provides that an application for registration of a trade
mark can be acconpanied by an application for the
registration of a person as a registered user of that trade
mark, and if the ‘tribunal is satisfied that the proprietor
of the trade mark ‘intends It to be used by that person in
relation to those goods and is-also satisfied that person
will be registered as a registered user thereof after the
registration of the trade nmark, It wll —not refuse to
register the trade mark. The effect of section  29(1),
therefore, is that an application for registering a person
as a registered user can be nmade sinultaneously wth the
application for registering the trade mark and if both are
found to be satisfactory, the application for regi'stration
woul d be granted and
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i mediately thereafter the registration of the registered
user would be allowed. In such a case, the intention on the
part of the applicant for registration that the trade nmark
should be wused by the registered user thereof is to be
deened to be an intention to use that trade mark by the
application for registration. This is a special provision
applicable to a special case. The fiction created by section
29(2) is also nade applicable to the case of a corporation
about to be constituted to which the applicant intends to
assign the trade mark. There is no such fiction relating to
intention expressly provided in the 1958 Act, or is there
any provision for sinultaneously naking an application for
regi stration of a trade mark and an application for
registering a person as the registered user of the trade
mark. It appears to us that the purpose for wh ch fiction
was created by section 29(2) with respect to a registered
user was to elimnate all possibility of trafficking in a
trade mark by a person getting hinmself registered as the
proprietor of a trade mark and thereafter going in search of
some person who will use it as the registered user thereof.
Assum ng that the existence of the special fiction created
by section 29(2) cuts down the full operation of the genera
fiction enacted in section 28(2), it does not follow that
the absence of such special fiction in the 1958 Act wll
also cut down the operation of the fiction in section 48(2)
inthe sane way by limting it to the actual use of a trade
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mark only. As pointed out earlier, in the 1958 Act wherever
the phrase "used by hinf occurs the fiction will apply. In
other words, the permitted use of a trade mark is, by the
fiction enacted in section 48(2), equated with "use by the
regi stered proprietor". Consequently wherever the word "use"
occurs with all its pernutations and commutations as for
instance in phrases such as "proposed to be used by hint or
"intended to be used by hint', the fiction wll apply. At
this stage, it is pertinent to note that formMNo. TM2,
which is the form prescribed for an application for
registration of a trade mark prescribed by the English Trade
Marks Rules, 1938, was substituted in 1982 and wunder the
substituted Form a new ‘colum is provided which requires
details of an application under section 29(1) to be given.
The old Form No. TM 2 did not contain this requirenment nor
does form TMI| appended to the Trade and Merchandi se Marks
Rul es, 1959.

There is another vital point of distinction between the
provi sions of ~the English. Act and those of the 1958 Act
relating to registered users. Under the 1958 Act, an
application for registration of° a trade nmark as also an
application for
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registering a registered user are to be mde to the
Regi strar and it/is the Registrar who has to grant both of
them The Registrar would refuse the  application if it
appears to him that the grant thereof would tend to
facilitate trafficking in a trade mark. This question is to
be considered by the Registrar hinself. The provisions of
the 1958 Act were the sane but the provisions or the 1958
Act are radically different. ~Under the 1958 . Act, though
both the application for registrationof a'trade nark and
the application for registration of a registered user are to
be made to the Registrar, the Registrar has the power to
grant the application for registration of the trade mark
only. So far as the application for registering a person as
aregistered user is concerned, he has to forward it
together with his report to the Central Governnment ‘and it is
for the Central CGovernment to decide whether to permi't such
application to be granted or not. In-order to decide this,
the Central Governnent has to take into account the matters
set out in sub-section (3) of section 49 and in rule 85 of
the Trade Marks Rul es, 1959. The nmatters to be consi dered by
the Central CGovernment i ncl ude not only whether the
permitted use, if allowed, would anbunt to trafficking in
trade marks but also the interests of the general public and
the devel opnent of any industry, trade or comerce in |ndia.
After the Central Government has taken its decision, the
Registrar is to dispose of the application in  accordance
Wth the directions issued by the Central Government. Thus,
while under the English Act the authority to decide an
application for registering a registered user is the sanme as
the authority for registering a trade mark, under the 1958
Act they are different and so are the considerations which
are to be taken into account-

Under the 1958 Act an application for registering a
regi stered user can only be nmade after a trade nmark is
registered. If an intended use by a person who wll be
regi stered user is not to be included in the legal fiction
created by section 48(2) it would make that fiction operate
within a very narrow conpass and alnpbst render the
provisions relating to registered users neaningless. It is
in very rare circunstances that a person will get a trade
mark registered as proposed to be used By hinself, use to no
relation to the concerned goods, and thereafter permt it to




http://JUDIS.NIC IN SUPREME COURT OF | NDI A

Page 52 of 56

be used by another as a registered user. It is also not open
to everyone who want to register a trade mark to forma
conpany to which after the trade mark is registered and the
proposed company is incorporated, the trade mark will be
assigned. These things are not practical realities and
Parliament could not have intended such absurd results. The
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argunent of Dr. Gauri Shankar that the Appellant should have
got the trade mark registered with the intention that it
will itself wuse the trade mark and in order to effectuate
that intention the Appellant should have set up a factory
and manufactured and marketed the tablets ' DRI STAN and then
either assigned the trade nark to the Indian Conpany or to
get the Indian Conpany registered as the regi stered user of
that trade mark is illogical. By reason of our foreign
exchange and industrial policies it is not possible for a
foreign company to establish dts own industry in India. It
can only do 80 by entering into a collaboration with Indian
entrepreneurs-in which the foreign conpany would not be
permtted to have nore than 40 per cent sharehol ding and
woul d be subject to other restrictions. Even assuming that a
foreign proprietor of atrade mark were to be established an
industry of his own in India, it would be absurd to inmagine
that it would thereafter cease manufacturing the goods and
al | ow soneone else to do 80. Equally illogical is the
argunent of Dr. Dr. Gauri Shankar that the Appellant ant the
I ndi an Conpany should have jointly applied for registration
of the trade mark "DRISTAN . The ~Appellant was already in
col l aboration with the Indian Conpany. There was no need for
it to seek other collaboratorsto establish a new conpany.
To assign the trade nmark to - the Indian Conpany or to nake
jointly wth the Indian Conpany an application for
registration of the trade nark ' DRI STAN woul d be to destroy
the appellant’s proprietorship in-that trade mark. It is
wel | -known principle of interpretation of statutes that a
construction should not be put upon a statutory provision
which woul d lead to mani fest absurdity or futility, 'pal pable
injustice, or absurd inconvenience or anonmaly. (see: M
Pentiah and O's. v. Middala Veeranallappa and Os. [1961]
S.C.R 295, 303. The Division Bench of the Calcutta Hi gh
Court saw the absurdity, i nconveni ence and har dship
resulting from the construction which was placed by it upon
section 48(2), as is shown by the passages fromits judgnent
reproduced earlier. 1t, however, forget the above principle
of construction and failed to give to the legal fiction
enacted by section 48(2) its full force and effect.

The ' PUSSY GALORE Trade Mark Case was a decision of
the Board of Trade and not of any English Court. As agai nst
that case, we have the decision of the H gh Court of
Australia in Aston v. Harlee Manufacturing Conpany, (1959-
60) 103 C L.R 391, on which Fullagar, J., held (at pages
402-3) :

"I would only add that the ’registered ‘user’
provisions of the Trade Marks Act were introduced

in
337
1948, and an intention to take advantage of those
provisions would, in my opinion, be a sufficient
"intention to use’."
So far as the 'BOSTI TCH Trade Mark Case relied upon by
the Registrar 1is concerned, it has no relevance to the
guestion which we have to decide. It turned wupon its own

facts and what was held in that case was that the provisions
of section 28 of the English Act are not nandatory but
per m ssi ve.
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The high Court also took the assistance of the
Shavaksha Committee Report and the Ayyangar Report to enable
it to place the construction which it did upon section
48(2). Wien it was intended to revise the 1940 Act, the
CGovernment of India set up in 1953 that Trade Marks enquiry
Conmittee under the Chairmanship of M. K S. Shavaksha, the
then, Registrar of Irade Marks. The Report of the Shavaksha
Commttee was made in 1954. The Government thereafter
appointed M. Alagiriswam, who had acted as the Secretary
of the Conmittee, as Special Oficer to consider L the
Shavaksha Committee Report, and he made hi s own
recomendati ons. The CGovernnent, therefore, felt that the
Shavaksha Conmmittee Report and the reconmendati ons nmade by
the Special Oficer should be further exanmined by a judicia
authority and it accordingly appoi nt ed M. Justice
Raj agopal a Ayyangar to examine the nmatter. Both the |earned
Si ngl e Judge and the Division Bench were of the opinion that
the reconmrendation nmade in the Ayyangar Report were accepted
by the Governnent.  This 1is, ~however, not «correct. The
Shavaksha Committee had recommended the insertion of a
provision-simlar to clause (b) of  section 29(1) of the
English Act in section 36 of the 1940 Act which corresponds
to section 45 of the 1958 Act. The Ayyangar Report did not
accept this reconmendation but had recomended the addition
of a provision to/ the effect that a registered proprietor
should not be entitled to pernmit wuse by registered user
unl ess such proprietor had wused the nmark in relation to
goods in the course of trade for a period of at |least two
years before the date of the application for registration of
a registered user.  Parlianment did not accept the
recommendation made in__either of these Reports. These
Reports, therefore, cannot be referred to for ascertaining
the intention of Parlianent when —enacting the 'relevant
provi sions of the 1958 Act.

From what we have sai d above, we must not be understood
to nean that a person, who does not intend to use a trade
mark hinself <can get it registered and when faced with an
application
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under clause (a) of section 46(1) to have that trade mark
renoved, turn round and say that he intended to use it
t hr ough some person who was proposed to be got registered as
a registered wuser. This would clearly anmobunt to trafficking
in a trade mark. 'PUSSY GALORE' Trade Mark Case could easily
have been decided on the ground that the applications for
registration nade therein, iif granted, would amunt to
trafficking in trade marks. This has been pointed out in
Hal sbury’s Laws of England, Fourth Edition, Volume 48, in
footnote 6 to paragraph 30 at page 25.

In our opinion, to enable the proprietor of ~a 'trade
mark who has got it registered on the ground that he intends
to use the trade mark to avail hinself of the ‘fiction
created by section 48(2), he nust have had in mnd at the
date of his application for registration sone person to whom
he intends to allow the use of the trade mark as a
regi stered user. This would elimnate all chances of
trafficking in a trade mark. |If an applicant for
regi stration did not have at the date of his application for
registration a particular registered user in view, he cannot
be said to have had a bona fide intention to use the trade
mark and in such an event he cannot resist ar. application
nmade under clause (a) of section 46(1) of the 1958 Act.

Turning now to the present Appeal, the facts on the
record show that only when it was decided to introduce
"DRI STAN tablets in the |Indian market through the Indian
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Conpany that the Appellant nade its application to register
the trade mark 'DRISTAN . There was a close connection in
the course of trade between the Appellant and the |ndian
Conpany. The Appel |l ant owned 40 per cent of the sharehol di ng
in the Indian Conmpany. It had entered into a technica
col | aboration agreenent with the Indian Conpany which
provided for strict quality control and for formulae and
services to be provided by the Appellant. The nmanufacture,
marketing and advertising of all products wunder the said
agreenment were to be wunder the control of the Appellant.
There was no royalty payable by the Indian Conpany to the
Appel l ant in respect of the use of the trade mark ' DRI STAN .
In the event of the collaboration agreenent being terni nated
by reason of the happening of any of the events nentioned in
the said agreenent, ~anongst whi ch events was t he
sharehol di ng of the Appellant. beconming |less than 40 per
cent, the Indian Conpany was to cease to be entitled to
manuf acture the “tablets 'DRISTAN or to use its formula or
to use the trade mark 'DRI STAN . There was here, therefore,
no question of any trafficking in a trade mark. In these
ci rcunst ances, the intention of the Appellant to use the
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trade mark ’'DRISTAN -through the Indian Conpany which was
subsequently to get itself registered as the registered user
of the said trade/’ mark cannot but be characterized as bona
fide.

M. Nariman,  |earned Counsel for the -Appellant, also
urged that in addition to having abona fide intention to
use the trade mark "DRI STAN , the Appellant had al so used it
within a period of —one nonth before the date of the
Application for Rectification. For this purpose, |earned
Counsel relied upon the samples sent by the Appellant to the
I ndi an Conpany. In the view which we have taken that the two
conditions of clause (a) of section 46(1) are cunul ative and
that the first condition has not been satisfied in this
case, we find it unnecessary to consider this point.

It was also submtted by Dr. Gauri Shankar, | earned
Counsel for the First Respondent that the Appellant was not
entitled to retain the trade mark DRI STAN on the register
because it had obtained its registration by making a false
statement in its application for registration i nasnuch as it
had not stated in the said application that the said trade
mark was proposed to be used by a registered user but
instead stated that it was to be used by the Appellant who
clained to be the proprietor thereof. This point was not
raised at any time before the Registrar or the H-gh Court
and it is not open to the First Respondent to take this E
point for the first time in this Appeal by certificate.
Apart from that, there is no substance in this point. Form
TM | appended to the Trade and Merchandise Marks Rules,
1959, does not contain any colum simlar to the .colum in
the new Form No. TM 2 appended to the English Trade Marks
Rul es, 1938. The rel evant portion of Form  TMI| is as follows

" Application is hereby mmde for registration.in
Part A(a)/B of the register of the acconpanying

trade mark in class (b) .... in respect of (c)
. in the nanme(s) of (d)...... whose address is
(e) ......... who clain(s) to be the proprietor(s)

thereof (and by whomthe said mark is proposed to
be used) (f) or (and by whom and his (their)
predecessor(s) in title (g) the said mark has been
continuously used since ..... 19..... ) in respect
of the said goods(h)."

The Appellant, therefore, cannot be said to have practised
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any deception in stating in its application that it intended
to use
340
the trade mark itself. In our opinion, it would be better if
the Central Governnent were to anend Form TM | to require
the applicant to state whether he proposes to use the trade
mark hinself or through a registered proprietor and if so,
to state the particulars of the proposed regi stered user

It was next sought to be argued by Dr. Gauri Shankar
that the trade mark " DRI STAN  was deceptively and
confusingly simlar to the trade mark ’'BI STAN of which the
regi stered proprietor is Ms. Prof. GGjar’s Standard
Chemical Wirks Ltd. This  is not one of the questions upon
which the certificate was granted by the H gh Court and it
is not opento the First Respondent to take this point in
this Appeal. 1In any event, this point too is wthout any
substance. It was rejected by the Registrar. The |earned
singl e Judge did not deal with iit. Though the Division Bench
was of | the opinionthat it was not necessary to decide that
qguestion, it recorded the facts relating thereto which would
justify the rejection of ~that contention. These facts are
that though the proprietor of the said trade mark ' Bl STAN
had made an affidavit supporting the First Respondent in the
proceedi ngs for rectification of the Register it had not
ei ther opposed the registration of the trade nark ' DRI STAN
nor had it at any tinme alleged, apart from the said
affidavits that there would be any confusion or deception by
the use of the trade nmark ' DRI STAN

In the witten subm ssions filed by the First
Respondent after the hearing before us was concluded it was
contended that the Court’s discretion should -be exercised
against the trade mark ’'DRISTAN renmining on the Register
inasmuch as to allowit so to continue would be contrary to
the policy of the Central Covernment with respect to brand
nanes bel onging to foreign conpani es and al so because two of
the ingredients wused in the formula for the manufacture of
" DRI STAN tablets were banned by the authorities. In support
of this contention copi es of sone circulars and
notifications were filed along with the witten subm ssions.
This point was not at any time taken before the Registrar or
the H gh Court nor does the certificate granted by the High
court cover it. It is not fair to produce copies of any
circular or notification along with witten submssions
after oral argunents have cl osed because the other side has
no opportunity to neet this case. For ought we know, after
some ingredients in the conmposition of the "DRISTAN tablets
wer e banned, the manufacturers may have changed the fornula.
We are not concerned in this Appeal with this question. The
application for registering the Indian Conpany as the
regi stered user of the
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said trade mark is still pending and when the Centra
CGovernment comes to consider that application, it wll
decide the matter for itself. After all, the best guardian

of the policy of the Central Governnent is the Centra
CGovernment itself and not a private |linmted conpany, nanely,
Mac Laboratories Private Linmited, the First Respondent
before us, which has a vital interest in having the trade
mark ' DRI STAN renoved fromthe Register.

For the reasons given above, this Appeal nust succeed
and is allowed and the judgrment of the Division Bench of the
Calcutta High court appealed against is reversed and the
order passed by it is set aside. Consequently, Appeal No.
165 of 1968 filed by the Appellant before the Division Bench
of the Calcutta High Court is allowed with costs and the
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judgrment of the learned Single Judge of that Hi gh Court and
the order passed by himare reversed and set aside. As a
result Appeal No. 61 of 1965 filed by the First Respondent
before the Ilearned Single Judge of the Calcutta H gh Court
is dismssed with costs and the order of the Registrar of
Trade Marks, Calcutta, dismssing the First Respondent’s
Application for Rectification No. CAL-17 with costs is
confi rmed.

The First Respondent will pay to the Appellant the
costs of this Appeal.

A P.J. Appeal al | owed.
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